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The Russian conflict continues to affect the protection of intellectual 
property for foreign companies, many of whom chose to withdraw their 
business in early 2022 leaving their IPR exposed to copycats. Our cover 

story this issue highlights some key instances of unfair conduct, bad faith 
filings, and issues with parallel imports to question what can be done to retain 
the protection of foreign IP in Russia. 

Further, we check in with François Neuville, Head of Brand IP at Clarivate, 
to discuss Clarivate’s vast capabilities in assisting with the protection of IP 

portfolios, with insights into AI leveraging and 
their expanse of IP content.

In addition, we have an update on trademark 
review suspension changes in China including 
details for “pre-registration” regulations; a 
criteria assessment for trademark infringement 
on social media; an assessment of the validity 
of international registrations in Mexico in light 
of the Federal Law changes; a review for 
successfully registering and RCD in the EU; an 
assessment of eco trademarks in Poland; and 
much more! 

This issue’s Women in IP Leadership segment 
features Charmayne Ong, Partner at Skrine, and Minh Hoang Merchant, 
General Counsel & Secretary at Aspira Women’s Health. Contact us to find 
out how you can support the segment. 

To stay up to date with the latest IP news, sign up to receive our newsletter 
at trademarklawyermagazine.com.

Enjoy the issue!

Faye Waterford, Editor
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Fortunately, these arguments have not been 
considered by the courts, and the cases have 
been decided based on factual circumstances 
and according to the law, generally favoring the 
rights holders.

Filing an infringement action is not entirely 
risk-free, especially in situations where the 
trademark holder has not used its trademark in 
Russia for the last three years. In such cases, there
is a risk of a non-use cancellation action being filed 
as a counterclaim to the infringement action, 
which could result in the loss of existing rights.

Misleading marketing, 
unfair conduct
There are also other means of misusing foreign 
trademarks. Some local operators attempt to 
capitalize on the strong brands of foreign rights 
holders by creating associations between their 
own brands and those of foreign companies. 
These operators often use similar advertising, 
product placement, and misleading references 
to the international nature of their brand. However,
the trademarks they use are usually different 
from those of the foreign companies. Consequently,
in such circumstances, local operators are not 
directly infringing on any prior trademark rights. 
Instead, this misleading marketing and unfair 
conduct fall under the competence of the Anti-
Monopoly Committee, which is the competition 
authority in Russia.

To bring such cases under consideration by 
the Anti-Monopoly Committee, the actions should
be regarded as competitive, meaning that both 
parties must be present in the market in a 
competitive situation. For companies that have 
exited Russia, this significantly limits the measures 
and possibilities for intervention against such 
actions.

Bad faith trademark applications
In addition to the unauthorized use of foreign 
trademarks, the Russian Patent Office (Rospatent) 
has received hundreds of trademark applications
filed by local businesses for trademarks owned 
by foreign trademark holders, or for trademarks 
confusingly similar to existing ones. Mainly, 
trademarks of companies that exited in Russia 
were targeted for registration last year. These 
bad faith applications caused a significant amount
of uncertainty and concern among the rights 
holders about securing their trademark rights.

they are obliged to publish all applications filed 
with them, but this does not necessarily mean 
that the applications will be eventually registered.
Rospatent further confirmed that all applications 
are thoroughly and legally examined, and prior 
rights will prevent the registration of identical or 
confusingly similar trademarks for similar goods 
and services. It is a relief to notice that Rospatent 
has kept its word, and all pending bad faith 
applications have either been refused, or the 
applicants have not proceeded with the appli-
cations, leading to unpaid official filing fees.

Résumé
Riikka Palmos, Senior Partner and 
Director of Trademarks 
Riikka Palmos has been a trademark 
lawyer at Papula-Nevinpat since 
1995. She is also a senior partner in 
the company and the director of our 
Trademark Department and the head of 
Papula-Nevinpat’s Legal Team in Russia.

Riikka has 25 years of experience in 
trademarks in Russia and other countries 
of the former Soviet Union, including 
changes in the trademark legislation and 
practices, licensing and assignment of 
trademarks, protection of well-known 
trademarks, registration of domain 
names, registration processes as well as 
infringement and litigation issues in the 
Russian Patent Office and Courts. 

Riikka also has experience in Finnish 
and EU trademark processes. 

Riikka’s expert articles have been 
published in a number of major IP 
publications. Riikka is also a popular 
speaker at Finnish and international 
conferences and seminars.

Additionally, 
other local 
operators 
are 
attempting 
to take 
advantage of 
the situation 
by using 
foreign 
companies’ 
trademarks 
without 
permission.

”

“

  Although Rospatent will most probably 
refuse all other remaining pending bad faith 
applications, right holders should remain vigilant
and actively oppose any such applications when
necessary. In situations where companies have 
not registered their rights in Russia initially, third 
parties may succeed in bad faith registrations. 
Fortunately, this year, the number of bad faith 
applications has decreased dramatically, as the 

Surprisingly, Rospatent reacted very quickly 
and announced that, in accordance with the law,
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The Russian invasion of Ukraine in February 
2022 brought about notable changes in 
the IP landscape for foreign trademark 

holders and local entities in Russia. While the 
protection, maintenance, and enforcement of IP 
rights remain unaffected by sanctions, the situation
has had an impact on the exercise of exclusive 
IP rights.

From a legislative standpoint, the developments
are not considered alarming. Nonetheless, new 
regulations and laws have been introduced that 
grant the state to restrict exclusive IP rights 
under specific circumstances.

However, in accordance with the ‘counter-
measure’ legislation against sanctions imposed 
on Russia, all restrictions must be well justified, 
primarily to protect the safety, health, or well-
being of citizens. In practice, this means ensuring 
the availability of food, medicines, and other vital
commodities. Despite rumors of nationalization 
or expropriation of IP rights, no significant restrictions
have been implemented. The protection, mainten-
ance, and enforcement of IP rights continue as 
normal. Both the Patent Office and the courts 
issue legal decisions, and, at least for now, no 
discrimination based on the nationality of the right
holders has occurred before the authorities.

Trademark use by locals continues
Outside the scope of the law, local operators 
and former dealers/contract partners are frustrated
with the situation where foreign companies that 
exited Russia have left behind unemployment 

and business losses.
Following the exit of many foreign companies 

from Russia, retailers and former partners have 
continued using trademarks despite ending their
cooperation and the prohibition of such use. For 
example, former distributors have continued 
marketing and selling their products under the 
trademark of their former partners. Additionally, 
other local operators are attempting to take 
advantage of the situation by using foreign 
companies’ trademarks without permission.

Remedies available
In clear trademark infringement cases, all legal 
remedies, such as sending a warning letter and 
filing an infringement action, are available. In many 
instances, sending the warning letter has led to 
peaceful negotiations and ultimately to an amicable
resolution of the dispute. However, not everyone 
is fortunate, and some infringement claims end 
up being evaluated by the court.

In each infringement case where the claimant 
has exited the Russian market, the local defendants
commonly make three claims:

1. The lack of the claimant’s interest in 
defending their rights due to their exit 
from the market;

2. The claimant’s unfriendly country status 
towards Russia; and

3. That the infringement claim goes 
against the national interest of Russia. 

Unauthorized use of 
trademarks in Russia - 
is there anything that 
can be done?

Riikka Palmos

UNAUTHORIZED TRADEMARK USE: RUSSIA 

Riikka Palmos, Senior Partner and Director of the Trademark Department at 
Papula-Nevinpat, provides an update on trademark use and registration in 
Russia’s changing IP landscape. 
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are no required competition circumstances 
between the parties, given that Guccio Gucci 
S.p.A. is no longer present in the Russian market.

Guccio Gucci S.p.A. is likely awaiting the out-
come of the pending applications of Mr. Pinsky. 
The decision of the Rospatent will significantly 
determine further measures and their success 
in this matter. If the Rospatent refuses the 
applications, it is expected that Gucci will 
immediately initiate infringement actions against 
EFAC ICCUG restaurants and will likely be suc-
cessful. However, if the applications are accepted,
Gucci will need to go through the appeal instances
to try to get the applications refused in order to 
successfully stop Pinsky’s restaurant business.

What does the future look like?
Uncertainty and exceptional circumstances 
undoubtedly cause concern. The situation of 
companies that have exited the market is under 
the microscope, with derogations and illegal 
measures primarily targeting these companies. 
Defending one’s rights after withdrawal from the 
market may be complicated, especially as time 
passes and the rights are not used as stipulated 
by legislation. It is expected that cancellation 
actions due to the non-use of trademarks will 
become more common. Bad faith actions and 
the introduction of new sanctions and counter-
measures can rapidly change the situation.

Protecting and maintaining exclusive rights is 
crucial to prevent the exploitation and loss of rights,
as recovering lost rights is nearly impossible. It 
is also advisable to monitor the IP situation and 
the market, as several local businesses and 
individuals are increasingly trying to take advantage
of the current circumstances. The good news is 
that, at the moment, it seems unlikely that Russia 
is planning to dismantle the IP system, as new 
companies entering the market also require a 
functioning system of protection.

In April 2023 EFAC ICCUG restaurant was 
opened in Moscow by a local restaurateur Mr. 
Anton Pinsky. Mr. Pinsky has also filed the 
following trademark applications for restaurant 
services at the Rospatent:

Trademark applications are currently pending. 
Guccio Gucci S.p.A. is the owner of prior fashion 
trademarks in Russia, including international 
trademark 457953 GUCCI device, which also covers
restaurant services, bars, etc. Considering the 
prior trademark rights of Guccio Gucci S.p.A., Mr. 
Pinsky’s actions should be viewed as trademark 
infringement of the prior trademark rights of 
GUCCI and GG, as well as misleading and unfair 
actions.

 Guccio Gucci S.p.A. has sent a warning letter 
to Mr. Pinsky, but no further actions have been 
initiated yet. Mr. Pinsky denies the infringement 
and refers to the different fields of business 
(restaurant vs. fashion) as well as different trade-
marks EFAC ICCUG – GUCCI.

The situation is challenging for Guccio Gucci 
S.p.A. The international registration of Guccio 
Gucci S.p.A.’s trademark 457953 GUCCI, including
restaurant services, was registered in 1980 but 
has not been recently sufficiently used for 
restaurant services in Russia. As a result, the 
trademark is subject to cancellation on grounds 
of non-use, which raises concerns about the 
potential loss of trademark rights for Guccio 
Gucci S.p.A. Taking action through the Anti-
Monopoly Committee is not possible as there 
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“Rospatent 
further 
confirmed 
that all 
applications 
are 
thoroughly 
and legally 
examined, 
and prior 
rights will 
prevent the 
registration 
of identical 
or 
confusingly 
similar 
trademarks 
for similar 
goods and 
services.

UNAUTHORIZED TRADEMARK USE: RUSSIA 

 Belarussian SWED HOUSE opened its first 
store in Moscow in April 2023, selling furniture 
and interior items. At first glance, SWED HOUSE 
appears to be a near-replica of Ikea, the world’s 
largest furniture retailer, with the same colors, 
product range, and even product names. The most
surprising fact is that, in addition to the similar colors
and product range, SWED HOUSE actually sells 
original IKEA products and has admitted to 
doing so.

Although Ikea closed its stores and exited the 
Russian market in 2022, it still holds the right to 
the IKEA trademark in Russia. Naturally, Ikea is 
not pleased with the unauthorized use of their 
trademarks, similar marketing actions, and 
misleading associations to consumers.

Ikea’s exit from the market makes it difficult to 
intervene in the situation effectively. As SWED 
HOUSE is on the parallel import list, the import 
and sale of original IKEA products by a third party 
are allowed under current law. From a trademark 
infringement perspective and according to 
trademark practice, the names IKEA and SWED 
HOUSE are not confusingly similar, and thus, 
SWED HOUSE itself is not infringing on the IKEA 
trademark. Furthermore, the misleading marketing
and unfair conduct cannot be claimed due to 
the lack of a competitive situation and the 
absence of Ikea in the market. This leaves Ikea 
with very limited means of intervention.

The GUCCI CAFÉ case
The Gucci Cafe case also deserves attention, 
including different aspects of trademark protection
and infringement. 

applicants have not succeeded in obtaining 
registration.

Parallel import allows 
unauthorized use of trademarks
From a legislative standpoint, the most concrete 
restriction to exclusive rights is the allowance of 
partial parallel import. Degree-law No. 506 of 29 
March 2022 permits parallel import of certain 
goods to Russia without the consent of the 
trademark holder. This means that the trade-
mark owner cannot control elements of the 
import, such as importers, prices, volume, territory, 
etc. Previously, parallel import had been prohibited
in Russia.

The allowance for partial parallel import is 
intended as a temporary measure, valid until 
2023 (for pharmaceuticals, until the end of 2024). 
Parallel import ensures the shipment of goods 
to Russia, especially in a situation where many 
companies have left the country or scaled down 
their business operations. It is important to note 
that parallel import is allowed only for specific 
goods, as listed and regularly updated by the 
Ministry of Industry and Trade.

The list includes categories of goods, brands 
and company names for which parallel import is 
permitted, but it also contains exceptions of 
goods and brands for which parallel import is 
not allowed. As a result, interpreting the list can 
be quite challenging. The list is regularly updated,
with new goods and brands being added and 
excluded periodically. Currently, the list covers 
various types of goods, including alcoholic 
beverages, automotive spare parts, cars, cosmetics, 
chemical industry products, toys, electronics, 
etc., with many goods belonging to companies 
that have left Russia.

In practice, monitoring the import of their goods
to Russia becomes difficult for rights holders. It 
is crucial to understand that the companies 
included in the parallel import list are unable to 
prohibit the import of their goods to Russia, 
even if they wish to do so.

The SWED HOUSE case
An illustrative example of permissive parallel 
import and copycat marketing is the case SWED 
HOUSE.
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affecting the legal status of the cited mark is to 
be issued soon on an effective judgment;

And the following situation can be applied to 
the review of non-approval of registration and 
invalidation procedures:
Situation 6: The prior rights involved must be 
based on the result of another case being examined 
by the people’s court or by the administrative 
organ;

And the following situation can be applied to 
review of refusal procedure only: 
Situation 7: The status of the cited trademark 
rights involved must be based on the result of 
another case being examined by the people’s 
court or by the administrative organ, and the 
applicant explicitly requests to suspend the 
examination;

Besides, there are three situations in which 
the CNIPA may grant a suspension request of 
the applicant under the examiners’ discretion 
right: 
Situation 8: In a review of refusal cases, the 
cited trademark involved is pending in 
invalidation and the registrant of the cited mark 
has been determined as malicious according to 
Article 4, Paragraph 4 of Article 19, and Paragraph 
1 of Article 44 of the Trademark Law in other 
cases;
Situation 9: The outcome of similar cases or 
relevant cases should be used as reference. In 
such scenarios, the examiners have discretional 
right to decide whether or not to wait for the 
outcomes to be determined or judged 
according to the needs of the specific case;
Situation 10: Other situations wherein suspension 
is necessary.

2. Effects which may be caused 
to enterprises

After the suspension regulation is issued, the 
potential disadvantage for the enterprises may 
be that the number of trademarks pending in 
examination will significantly increase, which 
will delay the completion time of some cases. 

In trademark registration cases, if the prior 
trademark rights are eliminated through suspension 
procedures, the target trademark can maintain 
the earliest application time, blocking 
subsequent similar trademark applications. The 
applicant has an opportunity to eliminate the 
prior obstacle trademark at once, with a higher 
certainty. Although it takes more time, the 
suspension can be used to obtain a relatively 
certain outcome.

Résumé
Jiezhen (Amy) Min joined Sanyou in 2022. She has practiced as a 
trademark attorney for more than 10 years. She has handled and 
supervised many trademark prosecution cases for many companies in 
China and abroad. 

She has rich experience in strategy-planning on trademark 
management and protection, and trademark prosecution in China. 
She is active in sharing trademark practice issues and attended IP 
conferences, e.g., 2023 AIPPI China Youth IP Seminar as a speaker. 

She engaged in research for Trademark Law and Trademark 
practice in China and has published several articles in periodicals and 
magazines in China, e.g. “TM case shows how to choose best right 
defense measures “ published in the magazine China Business Law 
Journal, “Trademark co-existence in China” published in the magazine 
China Trademark. 

commonly applied to 
review of refusal, review of 
non-approval of registration, 
and invalidation

applied to review of 
non-approval of registration 
and invalidation

applied to review of refusal only

Situation 8~10
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suspension
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should
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Situation 6

Situation 7
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Background of issuance of the 
trademark review suspension
In trademark practice in China, we often encounter 
situations where applicants hope to request 
suspension of reviews or invalidations while 
waiting for the outcome of parallel procedures 
to determine the legal status of cited trademarks, 
and filing several rounds of backup applications 
to obtain a higher chance for registration. 

In solution and to save judicial resources, the 
Beijing Intellectual Property Court issued, on 
June 21, 2023, the “pre-registration” regulation 
for administrative litigation cases on review of 
refusal, which stipulates that for those who 
apply for “pre-registration” solely due to the 
unstable status of the cited trademark, the “pre-
registration” period is 12 months, calculated 
from the date of filing the “pre-registration” 
application, and no extension can be applied 
for. The “pre-registration” regulation has been 
officially implemented. 

To coordinate with the above governance of 
litigation sources in judicial procedures, the 
China National Intellectual Property Administration 
(the CNIPA) recently issued the Regulation on 
Trademark Review and Adjudication, which has 
been followed by examiners since the end of June 
2023. In the Regulation, the CNIPA stipulates the 
specific rules on suspension. 

Under the “pre-registration” regulation for 
administrative litigations and CNIPA’s suspension 
regulation, with the appropriate suspension in 
the review stage plus the 12 months of “pre-
registration” and a certain period of “pre-litigation 
mediation” in the litigation stage, the time for 

parties to wait for the results of “parallel cases” 
will greatly increase, and the related unnecessary 
cases will significantly reduce. 

For the public’s better understanding of the 
Regulation, the CNIPA released an interpretation 
article of the “Regulations for suspension of 
review cases” on June 13, 2023. We summarize 
the interpretation and provide the following 
advice in practice.

1. Specific situations on review 
suspension 

According to the Regulation, there are seven 
situations in which the CNIPA should grant the 
suspension request of the applicant, five of which 
can be commonly applied to review of refusal 
cases, review of non-approval of registration 
cases, and invalidation cases:
Situation 1: The disputed trademark or cited 
trademark is in procedures of change of name 
or assignment, and there should be no conflict 
of rights after completion of these procedures;
Situation 2: The validity period of the cited mark 
lapses and is in a renewal procedure or grace 
period of renewal;
Situation 3: The cited trademark is in a procedure 
of removal of registration or withdrawal of 
application;
Situation 4: The cited mark is canceled, 
declared invalid, or lapses without renewal, and 
it is within one year as of the day of invalidation 
or cancellation when the case is examined;
Situation 5: The official decision affecting the 
legal status of the cited mark has been issued 
and to be effective, or a new official decision 

Trademark review 
suspension changes 
in China

Jiezhen (Amy) Min

TRADEMARK REVIEW SUSPENSION, CHINA

Jiezhen (Amy) Min, Trademark Attorney at Beijing Sanyou Intellectual 
Property Agency Ltd., details the newly issued and implemented 
CNIPA’s suspension regulation as well as “pre-registration” regulation 
for administrative litigations and provides key advice for enterprises. 
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When 
applying to 
situations 
8~10, it is 
recommended 
but not 
mandatory for 
the applicant 
to request 
suspension, 
the examiners 
may suspend 
the case 
at their 
discretion.

“

Contact
Beijing Sanyou 
Intellectual Property 
Agency Ltd.  
16th Fl. Block A, 
Corporate Square,
No.35 Jinrong Street, 
Beijing, 100033, 
P.R.China
Tel: +86 10 8809 1921 
+ 86 10 8809 1922
Fax: +86 10 8809 1920
sanyou@sanyouip.com
www.sanyouip.com

TRADEMARK REVIEW SUSPENSION, CHINA

It is suggested that the applicant file a division 
application to publish the approved part and to 
obtain registration on the approved part sooner. 

3.5 Will the examiners suspend the review if 
the applied mark is deemed as dissimilar to 
the cited mark in a review of a refusal case?

No. In such a scenario, the examiners will examine 
the case by themselves considering comprehensive 
elements without suspension even though it is 
requested. 

3.6 Will the examiners issue a notification to 
the applicant on whether the suspension 
is accepted or not?

No, the examiners will not inform the applicant 
of whether the suspension request is accepted 
or not. If the review case does not issue a decision 
within the stipulated examination term, it means 
the suspension is accepted. 

3.7 Is a backup application required when 
filing a review of refusal application with 
review suspension at the current stage?

Yes, if the cited trademark’s status is pending, it 
is recommended to file a backup application 
when filing a review of refusal with a suspension 
request. This is because the parallel procedures 
to remove cited marks may fail and result in the 
loss of the review of refusal in which suspension 
is requested. If this happens, the applicant may 
need to refile their mark and the application 
date will be late. In case other entities apply for 
similar trademarks during this period, and in 
order to obtain an earlier application date, it is 
recommended to submit a backup application.

3.8 Any other tips? 
Enterprises need to pay attention to malicious 
registrations or entities. If the prior obstacle is 
registered in bad faith, or if the enterprise’s mark 
is attacked by a malicious opposition or invali-
dation, the enterprise needs to initiate an opposition 
or invalidation against the adverse party’s cited 
mark as early as possible to strive for the suspension 
of its own trademark to avoid losing trademark 
rights.

With the above newly issued and implemented 
CNIPA’s suspension regulation as well as “pre-
registration” regulation for administrative litigations, 
we do hope administrative and judicial resources 
will be effectively optimized, the burden of 
administrative procedures and litigations for 
trademark rights authorization and confirmation 
on legitimate rights holders will be reduced, 
thus we can obtain high-quality development 
for trademark careers in China. 

3. Hotspots and Sanyou’s advice 
on review suspension

3.1  When the applicant should file 
a suspension application? 

Only in the review of refusal cases that meet 
situation 7, the applicant must submit a request 
to suspend the case proactively within the 
three-month supplementary filing period. The 
examiners shall suspend the case under the 
applicant’s explicit suspension request. A susp-
ension application submitted after the deadline 
for the supplementary filing period may be 
accepted case by case and the applicant may 
attempt to file the suspension application if the 
three-month supplementary filing period is missed. 

When applying to situations 1~5 and 6, even if 
the applicant does not request suspension, the 
examiners shall suspend the case and resume the 
case after the cited trademark’s status is confirmed.

When applying to situations 8~10, it is recom-
mended but not mandatory for the applicant to 
request suspension, the examiners may suspend 
the case at their discretion. 

3.2 Till which procedure on the cited mark will 
the examiners suspend the review case?

When applying to situation 7 in which the cited 
mark is pending in review of refusal or in non-use 
cancellation or further appeal, if a suspension 
request is filed, the examiners will suspend the 
review till after the status of the cited mark is 
finally confirmed. 

However, when applying to situation 7 in which 
the cited mark was filed an opposition but was 
issued an approval decision and then an invali-
dation was filed, the examiners will resume the 
review, but not further suspend the review to wait 
for the invalidation decision since the invalidation 
is a different procedure. 

3.3 How to resume the review under 
suspension request?
After the cited trademark is issued a cancellation/ 
opposition/invalidation decision which is favorable 
to the review if the applicant wishes to obtain the 
trademark registration right sooner, it is recom-
mended for the applicant to submit a copy of 
the favorable decision as a reminder to the 
examiners to follow the review and wait for the 
decision against the cited mark to take effect. 
The examiners will resume the review accordingly 
upon the decision against the cited mark when 
it takes effect. 

If no resuming application is filed, the examiners 
will resume the case by themselves which may 
take longer. 

3.4 In a review of partial refusal against a 
multiple-class application, what does the 
applicant need to pay attention to?
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In June, the US Supreme Court handed down the 
momentous decision that trademark lawyers, dog lovers, 
and even whiskey enthusiasts had been waiting for with 

bated breath: Jack Daniel’s v. VIP Products.1 The unanimous 
Court reversed the Ninth Circuit’s decision that immunized 
VIP Products from various trademark claims over “Bad 
Spaniels” – VIP’s squeaky dog toy that mimicked the Jack 
Daniel’s bottle in several respects.2 The Court rejected VIP 
Product’s First Amendment arguments under Rogers v. 
Grimaldi,3 and remanded for the lower courts to assess whether
Jack Daniel’s can prove likelihood of confusion under the 
Lanham Act.4 At the trial several years ago, a consumer 
survey figured prominently in the trial court’s decision in favor 
of Jack Daniel’s5 – this evidence showed a “net” confusion rate 
of nearly 30%.6 That same survey evidence was discussed 
numerous times in the various briefs submitted to the 
Supreme Court.7 And, the survey was referenced nearly 
30 times during the course of the oral argument.8 Despite 

The Jack Daniel’s 
consumer survey: is it 
a veto over mockery?

Michael Keyes, IP litigator at Dorsey & Whitney and consumer survey expert, 
reports on the use of consumer survey results in the long-awaited 
Jack Daniel’s v. VIP Products ruling, which gained specific reference in 
Justice Sotomayor’s concurring opinion.

1 Jack Daniel’s Props. v. VIP Prods. LLC, 2023 U.S. LEXIS 2422

 (June 8, 2023).
2 Id. at *3.
3 Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989).
4 Jack Daniel’s, 2023 U.S. LEXIS 2422 at 3; on August 14, 2023, 

the Ninth Circuit remanded the case to the trial court.
5 Id. at *17.
6 “The Court credits that Dr. Ford’s survey establishes likelihood of 

confusion in this case. The survey followed the Ever-Ready format, 

considered the prevailing standard for trademark survey research 

in cases involving strong marks . . . Dr. Ford’s survey results that 

29% of potential purchasers were likely confused is nearly double 

the threshold to show infringement.” VIP Prods., LLC v. Jack Daniel’s 

Props., 291 F. Supp. 3d 891, 908 (D. Ariz. 2018) (citation omitted).
7 Petition for Writ of Certiorari at *20, Jack Daniel’s, 2023 U.S. LEXIS 

2422 (No. 22-148); Brief of Appellant-Petitioner, supra, at *18-20; 

Brief of Appellee-Respondent, supra, at *47-48.  
8 Transcript of Oral Argument, supra note 7. 
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Only one 
of those 
respondents 
articulated 
that Bad 
Spaniels 
would need 
permission 
to create a 
“spoof.”

“• Do you believe that whoever makes or 
puts out this product... has a business 
affiliation or business connection with 
any other company or companies? 
(question no. 10)23

Thus, respondents were queried using a variety 
of questions to test whether there was potential 
confusion, deception, or mistake. Only one of 
those questions – question no. 9 – specifically 
asked about “approval” or “authorization.”24 

Moreover, a review of the actual survey data 
and verbatim responses in Dr. Ford’s report shows 
significant confusion as to “source,” with limited 
“confusion” that the alleged parody needed 
Jack Daniel’s approval. Let’s drill into that a bit. 
The test cell consisted of 211 respondents.25 62 
of those respondents answered “Jack Daniel’s” 
in response to at least one of the questions set 
forth in question nos. 7-10.26 Thus, 29.4% of the 
respondents expressed some sort of confusion 
(62 ÷ 211 = 29.4%). 23 of those 211 respondents (or 
10.9%) answered “Jack Daniel’s” to only question 
no. 9 – the “approval” or “authorization” question.27 
And, only one of those respondents articulated 
that Bad Spaniels would need permission to 
create a “spoof.”28 The remaining 22 respondents 
articulated verbatim responses focusing on the 

cms.law

CMS is an international law firm  
that helps clients to thrive through  
technical rigour, strategic expertise  
and a deep focus on partnerships.

From bold technology to inspired creativity, CMS is ready to advise  
on and actively defend your ideas, innovation and insight. With over  
450 intellectual property specialists across more than 40 countries,  
see how your best thinking can remain your most valuable asset.

Weird or wonderful. 
We’re here to protect it.

similar names, bottle shapes, or label designs 
– all hallmarks of “source identification.”29

But, for the sake of argument, let’s isolate the 
23 respondents that answered “Jack Daniel’s” in 
response to question no. 9 (but to none of the 
other questions). We would do this to address 
Justice Sotomayor’s concern and, thus, assume 
that each of these 23 respondents must have: 
(a) perceived Bad Spaniels as a parody; and (b) 
mistakenly believed VIP Products had to obtain 
Jack Daniel’s Properties  permission to create the 
parody. That still leaves 39 out of 211 respondents 
(or 18.5%) that expressed confusion in response 
to the other questions in Dr. Ford’s survey. And 
that’s an appreciable amount of confusion in the 
eyes of a number of courts.30 

Finally, it should be noted that VIP Products is 
currently marketing Bad Spaniels in an attempt 
to counteract a consumer survey so that it 
cannot act as a “veto.” The hang tag now sold 
with the product (as seen on page 17) now provides 
the “correct” answers to Dr. Ford’s survey questions. 
At the top, the hang tag states: 

“Legal Survey Questions and Answers
Some companies don’t find our toys as funny 

as we do…and they like to do surveys to try 
and silence our humor.”
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JACK DANIEL’S CONSUMER SURVEY: VETO OVER MOCKERY?

competition in violation of Section 43(a) of the 
Lanham Act.16 Why does this matter? Because 
that statutory provision explicitly refers to 
“approval” as being the touchstone for potential 
liability. It states, in pertinent part, that liability 
can attach to a party – here, VIP Products – who 
uses a mark in a way that is likely to cause 
confusion, deception, or mistake “as to the origin, 
sponsorship, or approval of his or her goods, 
services, or commercial activities by another 
person.”17 Thus, confusion as to “approval” is 
potentially actionable under the Lanham Act – 
Congress baked that into the statutory scheme. 

Next, the late Dr. Gerald Ford designed the 
survey at issue in this case that was presented 
at trial.18 He used the classic “Ever-Ready” 
format.19 While question no. 9 of his survey did ask 
respondents if they believed Bad Spaniels “is 
being made or put out with the authorization or 
approval of any other company or companies,” 
that was not the only question put to respondents.20 
Respondents were also asked:

• Who or what company do you believe 
makes or puts out this product? 
(question no. 7)21 

• What other product or products, if any, 
do you believe are made or put out by 
whoever makes or puts out this 
product? (question no. 8)22 

the survey taking center stage in the lead up, the 
Supreme Court only made a passing reference to 
it in the 9-0 decision.9   

But the survey was referenced by Justice 
Sotomayor in her concurring opinion.10 She wrote 
separately to address it specifically.11 She opined 
that “[w]hen an alleged trademark infringement 
involves a parody . . . there is particular risk in 
giving uncritical or undue weight to surveys.”12 
She also noted that “[s]urvey answers may reflect 
a mistaken belief among some survey respondents 
that all parodies require permission from the 
owner of the parodied mark.”13 She then observed 
that some of the answers to the survey in this 
case illustrate this “potential.”14 

She then expressed this concern: “Allowing 
such survey results to drive the infringement 
analysis would risk silencing a great many 
parodies . . . Well-heeled brands with the 
resources to commission surveys would be 
handed an effective veto over mockery.”15 

Is this concern justified here? There are some 
pretty compelling arguments that the answer is 
“no.”

For starters, it should be noted that in addition 
to alleging claims for infringement and dilution, 
Jack Daniel’s Properties alleged a claim for unfair 
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9 Jack Daniel’s, 2023 U.S. 

LEXIS 2422 at *7.
10 Id. at *33-35.
11 Id. at *33.
12 Id. at *34.
13 Id.
14 Id. (citing two survey 

respondent answers 

stating, “I’m sure the dog 

toy company that made this 

toy had to get [Jack 

Daniel’s] permission” and “[t]

he bottle is mimicked after 

the Jack Daniel BBQ sauce. 

So they would hold the 

patent therefore you would 

have to ask permission to 

use the image”).
15 Jack Daniel’s, 2023 U.S. 

LEXIS 2422 at *35.

16 Answer and Counterclaims of Defendant and Counterclaimant at 4-5, 

VIP Prods., LLC v. Jack Daniel’s Props., 291 F. Supp. 3d 891 (D. Ariz. 2018) 

(No. 2:14-cv-02057).
17 15 U.S.C. § 1125(a) (emphasis added).
18 VIP Prods., 291 F. Supp. 3d at 907. 
19 Id.
20 Declaration and Rule 26 Report of Dr. Gerald L. Ford at 5, VIP Prods., 

LLC v. Jack Daniel’s Props., 291 F. Supp. 3d 891 (D. Ariz. 2018) (No. 2:14-

cv-02057) [hereinafter Ford Report]. 
21 Id. at 13.
22 Id. at 14.
23 Id. at 16.
24 Id. at 15.
25 Id. at 18.
26 Ford Report at 18.
27 Id. at 19-29.
28 Id. at 19.
29 Id. at 19-29.
30 See, e.g., Exxon Corp. v. Texas Motor Exchange of Houston, Inc., 628 F.2d 

500, 507 (5th Cir. 1980) (survey evidence of 15% confusion rate 

“constitutes strong evidence indicating a likelihood of confusion”); 

Pebble Beach Co. v. Tour 18 I Ltd., 942 F. Supp. 1513, 1550 (S.D. Tex. 1997) 

(finding survey evidence of 15 to 17% confusion persuasive evidence of 

likelihood of confusion), aff’d, 155 F.3d 526 (5th Cir. 1998); Taco Cabana 

Intern., Inc. v. Two Pesos, Inc., 932 F.2d 1113, 1122 (5th Cir. 1991) (confusion 

of “substantial” portion of those surveyed is convincing evidence of 

actual confusion), aff’d, 505 U.S. 763, 113 S. Ct. 20 (1992); R.J.R. Foods, 

Inc. v. White Rock Corp., 603 F.2d 1058, 1061 (2d Cir. 1979) (15 to 20% 

sufficient for finding of confusion); Copy Cop, Inc. v. Task Printing, Inc., 

908 F. Supp. 37 (D. Mass. 1995) (granting summary judgment for plaintiff 

because 16.5% confusion in survey sufficient, with other evidence, to 

support likelihood of confusion); Westchester Media Co. L.P. v. PRL USA 

Holdings, Inc., CIVIL ACTION NO. H-97-3278, 1999 U.S. Dist. LEXIS 12369, 

at *97 (S.D. Tex. Aug. 4, 1999).
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JACK DANIEL’S CONSUMER SURVEY: VETO OVER MOCKERY?

After listing (and answering) question nos. 7 and 
8 from the survey, the hang tag poses question 
no. 9 (along with VIP Product’s answer):

“Is this product put out with the authorization 
of another company? Correct Answer: NO, 
because this product is a parody and this 

funny bottle idea belongs to VIP Products[.]”

It’s not clear whether this new hang tag will be 
of any moment on remand. But it appears clear 
that VIP Products is not going to simply let a 
“well-heeled” Jack Daniel’s Properties try to use 
a consumer survey to “veto” its mockery.  

In short, Justice Sotomayor’s concurring opinion
expressed concern that survey data could be 
used by companies in such a way as to give 
them “an effective veto over mockery.”31 Is her 
concern justified here? The Lanham Act, Dr. Ford’s
survey structure, the underlying survey data 
suggest it is not. 

Mike Keyes is a consumer survey expert and 
IP litigation partner at Dorsey & Whitney in 
Seattle. He would like to thank Dorsey summer 
associate and Columbia Law School Class of ‘25 
J.D. Candidate, Michael Wu, for his valuable 
research assistance and editing of this article. 

31 Jack Daniel’s, 2023 U.S. 

LEXIS 2422 at *35.
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For the latest predictive AI models which we 
are currently developing and rolling out, we are 
adding additional focus around critical data 
points such as verbal similarity, and case law.  

AI should not replace expert decision making, 
rather support it by providing better accuracy, 
focused result sets, and more visibility on critical 
connections.
• The predictive AI we are developing, which 

includes our Watch Opposition Strength Score, 
Verbal Similarity Score, Goods and Services 
Similarity Score, Goods and Services  Case Law 
Prediction Score, and Product Case Law 
Prediction Score integrated into different 
Clarivate products such as the Brand Landscape 
Analyzer, is trained on our unique trademark and 
case law data and the deep expertise of our own 
experts in data science and operational teams. 

• So, for our customers it feels like we add our 
analysts’ and industry expertise as a bonus 
to the do-it-yourself experience. We are 
convinced that the combination of our 
expertise with the AI technology is what 
gives us the cutting edge in the current 
competitive market space. 

How is Clarivate ensuring that the results 
generated by AI can be trusted? 
Artificial intelligence can only ever be as good 
as the input data. At Clarivate we are well-placed 
to capitalize on this because we have billions of 
proprietary best-in-class data assets, which are 
expertly curated and interconnected. These data 
feed our machine, deep learning, and large 
language models. This enriches our information 
and powers our insights, services, and workflow 
solutions. 

In brand IP, we also have over 45 years of 
human trademark search analysts’ expertise as 
well as 15 years of litigation data analysis which 
always has been the gold standard in the industry 
and which we are now leveraging for predictive 
AI technology. Going forward, we will continue 
to leverage the expertise of analysts to further 
reinforce the AI learning. 

AI from our perspective isn’t replacing the 
legal expert’s decisions, it provides tools in the 
toolbox of our customers that emerge and 
visualize critical data points for consideration in 
their assessment of risk, but our customers are 
the ones in the driver’s seat. We are looking at AI 
as a sort of “navigation system” that guides you 
through piles of data points and shows you 
where the roadblocks and roadworks are, but 
you are driving to your destination. 

Our main goal is to bring more value to 
customers through augmenting the answers 
generative AI models can provide using our 
own data. By using our own best-in-class data 
assets, we will also reduce the likelihood of LLM 

starting to “make up” or “hallucinate” answers, 
which is currently something open-source LLM 
models tend to do.  

Clarivate has a long-standing history in respon-
sibly investing in and developing innovative IP 
technology. Our commitment is to leverage AI 
responsibly to help our customers confidently 
think forward as they embrace future technologies, 
knowing they can rely on our unwavering 
partnership. 

How can Clarivate assist brands in 
preventing damage from infringement? 
According to our Trademark Ecosystem Report, 
nearly 90% of the brands we surveyed experienced 
some level of infringement in 2020, so it is not a 
matter of – if – but when and where your brand will 
encounter infringement.1 We assist our customers 
through global trademark watch services based 
on timely, curated, and global data. Easy to use 
platforms provide alerts when potentially 
infringing trademark applications are filed. 

With a new predictive opposition score, we also 
help customers to better understand the likelihood 
of success to oppose in jurisdictions they are 
maybe not so familiar with from a legal perspective, 
which again can save time and focus on fighting 
the right battles. The opposition score takes into 
account the working practices of the local courts. 
If verbal similarity between a pair of marks is 
judged differently by the EUIPO compared to 
the USPTO for example (based on language or 
local practices), the opposition score for each 
jurisdiction is adjusted accordingly.

In our new generation Watch solution – 
Trademark Watch Analyzer – which we are currently 
developing – we are also building in more of 
that rich contextual data that will support quick 
and efficient risk assessment of newly filed 
critical trademarks. 

How does Clarivate’s brand analytics aid in 
researching relevant results? 
We are embedding analytics in our next gen 
products like Brand Landscape Analyzer and 
Trademark Watch Analyzer to make contextual 
data on owners, global coverage, and use of the 
mark more complete and more robust. By adding 
visualizations into our products, we want to make 
it easy to interpret result sets. Bringing more 
analytics into products is something we will be 
developing further in 2023. 

We can also provide customized analytics 
reports. We have millions of curated trademark 
records and case law records which we can pull 
together in reports and solutions like Tableau 
and Business Intelligence to provide insights on 
understanding competitive landscapes, filing 
activities /strategies, understanding litigation 
activity, etc.

By using 
our own best-
in-class data 
assets, we 
will also 
reduce the 
likelihood of 
LLM starting 
to “make 
up” or 
“hallucinate” 
answers, 
which is 
currently 
something 
open-source 
LLM models 
tend to do.
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Can you start by introducing yourself and 
your role at Clarivate? 
I’ve been working in the IP industry for 15 years, 
covering patents, trademarks, and IP litigation 
intelligence. I lead a dynamic solutions and services 
team at Clarivate™ that focuses on trademarks 
and litigation. I also lead on content strategy for 
the IP customer segment of Clarivate. Content is 
key and it’s the basis of any good product or 
solution. 

Our brand IP offering at Clarivate is a combination 
of the products and services offered by 
Compumark™, Darts-ip™, and CPA Global, as well 
as our new tools originating from the combination 
of the knowledge, skills, and capabilities behind 
all three. This gives the team a great space to 
innovate and bring unique products and services 
to our customers.

Before taking on this role, I was Vice President 
of Litigation Products and Managing Director of 
Darts-ip at Clarivate, a role I held since January 
2020 based in Belgium. At the time, our focus 
was to ensure that we leverage Darts-ip data in 
all of our existing Clarivate products to build 
unique solutions to our customers’ challenges.

Prior to Clarivate, I was Executive Director for 
Asia at Darts-ip, splitting my time between Thailand, 
Hong Kong, and India where I established and 
managed local offices while leading business 
development in the region. 

How does Clarivate’s data assist with brand 
protection? 
Our key differentiator is content – we hold the 
largest library of curated global trademark data. 
With the acquisition of Darts-ip, we added unique, 
and again highly curated, case law data to our 
collection. We make this data more valuable to 
our customers by making it easy to search using 

our unique indexing and categorizations and 
industry-leading technology such as Trademark 
Vision image search. With our image recognition 
capabilities, AI technology, and our peoples’ deep 
expertise we can quickly turn data into valuable 
information and actionable insights.

Our clients need to be able to navigate through 
an ever-growing amount of information and alerts 
on brand issues and infringements and they 
need to find and keep track of this information 
in an efficient manner.

With over 120 million active trademark regi-
strations around the world and 12 million+ new 
applications filed annually, trademark profes-
sionals are facing the challenges of an exponential 
growth in data sets when creating and protecting 
brands. In order to make decisions and mitigate 
risk, it is crucial to have access to accurate and 
timely trademark data as well as additional 
information such as opposition success indicators, 
owner assessments, and litigation strategy.

How is Clarivate leveraging AI to improve 
brand protection? Why is this so valuable to 
your clients? 
First, I would like to point out that AI technology 
is not “new” for Clarivate. There are a range of 
different AI tools that can be used to solve 
problems and increase efficiency. For some 
tasks generative AI is not always the optimal 
solution. We have created a number of AI models 
over decades and incorporated them in our 
products and workflows, such as the neural 
networks for our watch system, and the image 
recognition technology for our do-it-yourself 
device search capabilities. Clarivate was using 
semantics technology and generative AI in our 
Naming Tool years before the current hype 
emerged. 

An interview with 
François Neuville, Head 
of Brand IP at Clarivate

Fran�çois Neuville

AN INTERVIEW WITH FRANÇOIS NEUVILLE, CLARIVATE

François sits down with The Trademark Lawyer to discuss Clarivate’s vast 
capabilities in assisting with the protection of IP portfolios, with insights into 
AI leveraging and their expanse of IP content. 
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and make it easier for our clients to find the signal 
within the noise so that they can make better, faster, 
and more confident decisions.

Can you tell us about the Brand Landscape 
Analyzer? How does it assist with legal and 
commercial risk assessments? 
The Brand Landscape Analyzer is a trademark 
research solution that uses AI predictive scoring, 
trained on our own expertise and content, to provide 
focus on the most critical marks. It also presents 
additional context to formulate risk assessments. 

We check case law and other sources to give 
clarity on absolute grounds obstacles and provide 
verbally similar marks to give an overview on 
possible relative grounds issues to cover the 
overview of legal risks. We provide all the addi-
tional context on the litigiousness of an owner, 
geographic presence, in use, etc., to help customers 
in assessing commercial risks.

What do you believe to be the top three 
considerations for protecting brands 
efficiently? And how can Clarivate assist 
its clients with these elements? 
Clarivate provides accurate, searchable global 
data for protecting brands efficiently and we 
continually strive to raise the industry standards. 
On top of that, we combine world-class trademark 
record data with additional important data points 
like case law. This provides customers with a 
breadth of knowledge of the global brandscape.

The second consideration would be having 
easily accessible data. Our customers have to 
weed through the exponentially growing data 
sets and to focus on the most critical marks. Our 
advanced technology can support these chal-
lenges and processes and make our customers 
more precise and faster in their risk assessment. 

The third consideration for protecting brands 
efficiently is having a simple workflow. Our 
customers are looking for ways to work quickly 
and efficiently. From trademark searching and 
monitoring to filing and portfolio maintenance 
which includes data validation, recordals, etc. 
Clarivate is developing workflow simplifications 
to cover those needs. Having integrated our 
world-class data into our IP Management systems, 
we help our customers to support their IP 
workflows and protect their IP assets.

Leveraging more than a century of collective 
experience from our legacy companies and 
acquisitions, Clarivate combines profound industry 
expertise, cutting-edge technology, data of excep-
tional quality, and the most extensive array of 
intellectual property products and services 
available in the market.

How does Clarivate trademark management 
enrich a portfolio and why is this important? 
Managing a trademark portfolio is often very time 
consuming and involves a significant number of 
tasks that are administrative by nature. Clarivate 
offers a range of products and services within 
the entire lifecycle of a trademark that address 
those tasks and help our customers to make 
portfolio decisions faster so that they can focus 
on areas of their expertise. Clarivate has one of 
the largest IP admin teams in the world with 
significant experience in providing trademark 
services on a global basis and at scale. This 
expertise combined with our technology and 
data is a big differentiator in the market and the 
reason why customers are entrusting us with 
their valuable portfolios.

What sets Clarivate apart from alternative 
IP service providers? 
We are in the unique position to assist our 
customers along the entire IP lifecycle, not only 
from a Brand perspective but also from a Patent 
perspective. We provide IP searching and moni-
toring services as well as filing services. We also 
have teams that can help with portfolio mainten-
ance services like recordals, data validations, 
etc. Through IP Management software and 
integrations of other data in these systems, we 
also help our customers to support their IP 
workflows and protect their IP assets. 

Clarivate builds on over 100 years of experience 
from our legacy companies and acquisitions to 
offer deep industry expertise, advanced technology, 
quality of data, and the broadest range of IP 
products and services in the market. We have 
always been pioneers when it comes to the 
processes and standards that are used across 
the IP services sector. 

We continue to innovate in our technology 
space, making big steps developing and patenting 
technologies that bring value to our customers. 
For example, for Brand Landscape Analyzer we 
have eight patents pending or granted. 

What is Clarivate currently working on 
that will continue to reinforce the brand 
protection services offered? 
We are focusing on a next generation of search 
and watch solutions combining our existing industry 
standard technologies with new advanced AI 
and other technology to create a focus on critical 
results and provide context and analytics through 
advanced visualizations. We want to support 
our customer’s workflow in a consistent way. 

Traditionally, our customers would get a list of 
similar names to go through and look up in other 
sources’ extra context to assess commercial risk. 
We want to make sure that, as far as possible, 
this workflow can be done in just one platform 
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-  The date of commencement of use of 
the trademark; and 

-  The territory where it is registered and 
being used.

One issue that may arise with the use of a 
trademark on social media is the apparent lack 
of physical borders, as rights to a trademark are 
limited by the geographic territory where it is 
protected and being used by the owner.

Thus, if a trademark is registered only in 
Portugal, its owner may not be able to prevent 
people from using it to mark an identical business 
in another country. 

Misuse of a trademark 
on social media
An infringement occurs when a competitor in the 
same business area uses another’s trademark 
or a similar trademark in the course of its business 
activities, without the consent of the trademark 
owner.

On social media, it is possible to identify this 
type of infringement, in particular with the use 
of hashtags in content publications, carousel 
posts, stories, reels, videos, comments, or photo-
graphs on a corporate page; or a page that has 
the inherent objective of making a profit, where 
a third-party’s trademark is placed or mentioned 
as if it were one’s own; or in order to create an 
association in the public’s mind between the 
third-party’s trademark and the trademark of 
the person who is using it improperly, when in 
reality there is no type of partnership between 
the owner of the trademark and the infringer.

Trademark protection 
on social media
The first and best method of protecting a trade-
mark on social media is to register it prior to its 
first/initial usage, in order to avoid conflicts with 
other trademarks that are being used or will be 
registered in the national market.

When a business is targeting a wider and 
more diverse audience on social media, it is also 
advisable to consider the countries of access or 
the residence of the relevant consumers and 
register the trademark in those territories, so as 
to be able to legally react to infringements that 
occur across borders.

When the intention is to register the trademark in 
more than one country, there are three ways to 
achieve this: (i) by registering the trademark indi-
vidually in each country where protection is sought; 
(ii) through a single trademark with effect in certain 
regions, such as the European Union, Benelux or 
certain African states; or (iii) through a single inter-
national application identifying the various territories 
where the trademark is to be protected.
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As important intangible assets of 
companies, trademarks are exposed to a 
high risk of infringement on social media.

They should therefore be protected, both through
monitoring and immediate reaction to infringe-
ments in the digital environment.

In an increasingly globalized world, social media 
is considered a link between people and, in 
particular, a link between consumers and busi-
nesses. Currently being one of the main marketing
and communication tools, the good name and 
economic value of a trademark depend heavily 
on its protection and immediate reaction to 
infringements in the digital environment.

While it is true that social media allows businesses
to reach a far greater number of consumers when
compared to traditional forms of communication, 
it is also true that the risk of trademark infringe-
ment increases exponentially on such platforms.

A trademark serves to distinguish a company’s 
products or services from those of a competitor. 
It is important to recognize that trademarks are 
assets of their owner, which not only attract 
customers by virtue of the recognition of the 
trademark and the quality of the products or 
services that they mark, but also hold significant 
value in business transactions, which is why 
they can be assigned or licensed.

As an asset, a registered trademark also grants
its owner several rights, including the exclusive 
use of the trademark in the marketplace.

This exclusive right is intended to prevent 
confusion in the public’s mind as to the origin of 
such goods or services, encouraging healthy 
competition and avoiding unfair competition. 

A trademark infringement can occur when an 
individual uses a trademark without the owner’s 
permission in a context that may cause consumer
confusion or consumer deception. This is one of 
the main infringements of intellectual property 
rights seen on social media, especially when it 
comes to famous or well-known trademarks, where
the recognition of the quality of the trademark 
determines its economic value.

Not every use of a third party’s 
trademark on social media is an 
infringement
It is important to note that not every use of a 
trademark without the consent of its owner will 
constitute infringement of industrial property rights. 

The most noticeable example of this idea is the
possibility for a person to refer to a third-party 
trademark to comment, criticize, praise, parody, 
or evaluate the products or services that it marks,
so long as it is not done disproportionately. This 
is part of an individual’s freedom of expression 
and is called “fair use”.

Another example is the possibility of identical 
trademarks coexisting in the market if they indicate
distinct products or services and are not likely to 
mislead consumers as to their business origin. 

For example, it is possible to register the 
trademark “XPTO” to indicate foodstuffs, just as 
it is possible to register another trademark “XPTO”
for rockets, because the public is unlikely to 
confuse the business origin of such products, even
if they are marked with identical trademarks.

It is also permitted by law for a product validly 
marked with the original trademark to be resold 
by someone other than the trademark owner or 
someone authorized by said owner, even if the 
transaction takes place outside of the official sales
channels stipulated by the trademark owner. 

Criteria to understand whether 
there is trademark infringement 
on social media
In light of the above, before reacting to a potential 
infringement, it is necessary to inquire in particular 
about:

-  The purpose for which someone else’s 
trademark is being used;

-  The likelihood of confusion in the public 
mind between the two signs, for 
example, whether the sign identifies 
goods or services related to the 
trademark owner’s business activity;

Trademark infringement 
on social media

Ricardo Costa Macedo

Adriana Magalhães

TRADEMARK INFRINGEMENT ON SOCIAL MEDIA

Ricardo Costa Macedo and Adriana Magalhães of Caiado Guerreiro assess 
criteria for what constitutes trademark infringement on social media with 
guidance for methods of protection. 
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TRADEMARK INFRINGEMENT ON SOCIAL MEDIA

party presents itself as the owner of the 
trademark in question; filing a lawsuit in 
court requesting that the infringer be 
required to remove the trademark from 
their account on the social media, while 
also requesting payment of compensation 
for damages; or filing a criminal complaint 
for illegal use of the trademark, 
particularly if it involves counterfeit or 
imitation of the trademark.

Conclusion
In conclusion, trademarks represent assets of their 
owner and social media is an environment sus-
ceptible to infringements that may jeopardize a 
trademark’s good name and associated economic 
value, with possible consequences at a global 
level. Thus, it is of utmost importance to protect 
these assets and react immediately to possible 
infringements. Fortunately, there are several 
courses of action available to trademark owners.

As a means of protecting the trademark during 
the term of the registration, the trademark owner 
may use the symbol ® on their products.

Another protective measure that can be taken 
by a trademark owner is to regularly monitor the 
trademark’s presence on social media in order 
to identify possible infractions as soon as 
possible. Social media monitoring tools or 
specialized companies can be used for this 
purpose.

Tackling trademark infringement 
on social media
Once a trademark infringement has occurred, the 
trademark owner has a few options for action:
1.  Attempt to resolve the matter amicably by 

notifying the infringer in writing of the 
trademark right infringement and 
requesting that they remove the 
trademark from their social media 
account;

2.  Report the infringement to the social 
media team by filling out the online form 
on the platform for intellectual property 
infringement reports, attaching evidence 
of the rights invoked; or

3.  Take legal action, such as reporting the 
offense to the relevant authorities due to 
the abusive appropriation or misuse of the 
trademark, particularly where the third-
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As a matter of introduction, the Mexican 
Institute of Industrial Property (IMPI) 
plays a crucial role in overseeing the 

transformation of international registrations into 
national or regional applications under the 
Madrid Protocol. This article explores the 
application criteria outlined by IMPI and the 

relevant amendments to the Federal Law for 
the Protection of Industrial Property, particularly 
focusing on the impact of these criteria on the 
validity of trademarks obtained through the 
transformation process. Additionally, we will 
examine the benefits and criticisms associated 
with this transformation process and the 
significance of the new substantive and formal 
examination in ensuring legal certainty.

The Madrid Protocol Treaty, governing the 
registration and protection of trademarks, allows 
trademark owners to seek protection in multiple 
member countries through a single application. 
In case the international registration is subject to 

Application criteria 
for transformation 
applications in Mexico

Mariana Patiño of OLIVARES details the application criteria of the Mexican 
Institute of Industrial Property in relation to the validity of international 
registrations subject to transformation by virtue of the amendments to 
the Federal Law for the Protection of Industrial Property.
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Impact of the Federal Law for the 
protection of industrial property
The interim application of the Federal Law for 
the Protection of Industrial Property, which took 
effect on November 5, 2020, holds implications 
for the validity of trademarks obtained through 
the transformation process. The law provides that 
the term of validity of trademarks is established 
from the date of grant instead of from the filing 
date as our previous IP law used to establish. This 
raises the question of which criteria will be applied 
to applications undergoing the transformation 
process. 

According to the criterion of IMPI examiners, 
the effective date of transformed applications 
will align with the international filing date if the 
office assignation of the new national file number 
was agreed and issued before November 5, 
2020, Regardless of whether the transformation 
request was filed before the aforementioned 
date. Consequently, if the national dossier number 
was assigned after November 5, 2020, the 
validity period of the transformed application 
will be 10 years from the date of granting the 
national registration. Therefore, the date of 
issuance of the official communication approving 
the transformation holds paramount importance 
in monitoring the declaration of use obligation 
deadlines and maintenance renewal dates.

Now, it is worth mentioning that every trans-
formation petition is subject to a new substantive 
and formal examination with the aim of safe-
guarding the principles of legal certainty and 
maintaining the integrity of the trademark 
registration process. 

Furthermore, while the requirement for a new 
substantive and formal examination aims to ensure 
the compliance of transformed applications 
with local laws and regulations, there have been 
instances where the process has faced challenges. 
As local agents, our responsibility is to closely 
observe whether the substantive examination is 
conducted in strict accordance with the law. 
Unfortunately, in practice, it has been observed 
that the Mexican Institute of Industrial Property 
(IMPI) may cite registrations with a date later than 
the filing date of the transformation application, 
which has benefited from the right of “preemption.”

This occurrence has raised concerns among 
trademark holders and local agents as it can 
hinder the transformation process and lead to 
additional investments in rectifying arbitrary 
citations. The citation of registrations with a later 
date than the filing date of the transformation 
application seems to contradict the very purpose 
of the “preemption” right, which is intended to 
maintain the original filing date of the inter-
national registration.

Such instances create uncertainty for trade-
mark holders who, in good faith, initiated the 

cancellation by the office of origin, the figure of 
transformation set forth in Article 9 quinquies of 
the Protocol establishes a process whereby 
enables trademark holders to convert an inter-
national registration into a series of national or 
regional applications, offering several advantages 
to the trademark holder. 

Titleholders have a three-month window to 
request, directly before the contracting offices 
where the international registration had effect, 
the transformation of the international registration 
into a series of national or regional applications. 
The resulting national or regional applications 
maintain the original filing date, thereby preserving 
the right of “preemption” and allowing the holders 
to enjoy recognition of priority if it was claimed 
earlier in the international registration.

The three-month window to initiate the trans-
formation process starts running after receiving 
WIPO´s notice of ceasing of effects or the so-called 
recordation of the cancellation of the international 
registration in the International Register. 

Benefits and criticisms of the 
transformation process
The transformation process offers significant 
benefits, including the retention of the original 
filing date and the recognition of priority rights. 
This facilitates the protection of trademarks in 
multiple jurisdictions, simplifying the administrative 
burden for trademark holders. However, criticisms 
arise from the fact that each Contracting Party 
or Designated Office has the authority to establish 
specific criteria for transformation. Consequently, 
the uniformity and consistency of the process may 
be affected as the Protocol and the International 
Bureau is no longer directly involved. This can 
lead to fluctuating standards and requirements, 
making the process less predictable for trade-
mark holders regaining protection in multiple 
jurisdictions.

Résumé
Mariana Patiño, Attorney
Mariana joined OLIVARES in 2017 as an attorney of the Trademarks 
team in Mexico and abroad. Her practice is focused on Industrial 
Property matters, mainly consulting, registration and prosecution of 
distinctive signs.

Her experience includes conducting availability searches, 
preparation, filing, follow-up of applications, and the handling of 
requirements and provisional refusals before the Mexican Institute 
of Industrial Property, drafting of license agreements, franchises, 
mergers, and transfer of rights, as well as negotiation of coexistence 
agreements and planning of strategies for the protection of intangible 
assets abroad.

Represents national and foreign clients in matters related to 
Intellectual Property rights across a range of industries, such as digital 
media, entertainment, hotel, and various consumer goods.

Mariana Patiño
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It is worth mentioning that every 
transformation petition is subject 
to a new substantive and formal 
examination with the aim of 
safeguarding the principles of 
legal certainty and maintaining 
the integrity of the trademark 
registration process.
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transformation process expecting the 
preservation of their original filing date and 
granted rights. It can also introduce unnecessary 
delays and additional administrative burdens as 
trademark holders are compelled to address 
these arbitrary citations, diverting resources away 
from their core business activities.

To address these challenges and ensure a 
more streamlined transformation process, it is 
imperative for IMPI to exercise due diligence in 
conducting the substantive examination. Local 
agents and trademark holders alike expect a fair 
and transparent evaluation of the transformed 
applications. This entails careful scrutiny of 
relevant trademarks already registered in the 
jurisdiction to avoid unwarranted citations and 
to uphold the right of “preemption” in their true 
spirit.

Enhancing communication and collaboration 
between trademark applicants, foreign counselors, 
local agents, and IMPI is a possible solution to the 
aforementioned issues. A transparent dialogue 
can help clarify any ambiguities regarding the 
transformation process and ensure that all 
parties involved are engaged with the same 
understanding. Additionally, seeking feedback 
from trademark holders and local agents on 
their experiences and challenges can help IMPI 
refine its examination practices standardize 
clear guidelines to minimize discrepancies and 
ensure an efficient transformation process, 
while safeguarding the principles of legal 
certainty and fairness.

Moreover, introducing mechanisms for trade-
mark holders to challenge arbitrary citations 
through efficient and accessible appeals processes 
can enhance the accountability and fairness of 
the examination process. This would not only 
allow for the rectification of erroneous citations 
but also reinforce the confidence of trademark 
holders in the transformation process. 

Ultimately, the effective implementation of 
the transformation process and its examination 
criteria is vital to promote foreign investment and 
innovation. A smooth and predictable transformation 
process enhances Mexico’s attractiveness as a 
destination for international trademark protection, 
encouraging more businesses to re-seek protection 
in the country and stimulating economic growth.

We would be delighted to assist you with your 
transformation application.

Contact
OLIVARES  
Pedro Luis Ogazón 17, San Ángel, 
01000 Ciudad de México
Tel: +52 55 5322 3000 
www.olivares.mx

Olivares_TML4_v1.indd   33Olivares_TML4_v1.indd   33 23/08/2023   12:2923/08/2023   12:29

http://www.olivares.mx


Kuhnen & Wacker FP.indd   1Kuhnen & Wacker FP.indd   1 27/07/2023   12:5327/07/2023   12:53

EU
 D

ESIG
N

 LAW

35CTC Legal Media THE TRADEMARK LAWYER

Registered Community Designs (RCDs) 
are an excellent option for the protection 
of product designs as they offer many 

advantages for the applicant. They provide quick 
and EU-wide protection, whilst being cost-efficient 
and easy to handle for the applicant. 

The volume of applications received by the 
European Union Intellectual Property Office 
(EUIPO) is constantly high. In 2022, the EUIPO 
received more than 100,000 RCD applications 
(including direct filings and filings through the 
WIPO Hague System). According to the recently 
published Consolidated Annual Activity Report 
2022 of EUIPO, the unstable global situation 
only led to a slight decrease in RCD applications 
compared with 2021. 

In day-to-day legal practice, however, the picture 
is often quite different. In many companies, there 
is a lack of sensitivity as to which new products 
could be protected as designs or Community 
designs, and why such protection is advisable.

Save time, effort, and money by 
registering EU designs
For applicants seeking design protection in the 
European Union, it is regularly recommended to 
apply for an RCD. These rights are administered 
by the EUIPO based in Alicante/Spain and are 
valid in all member states of the European Union. 

Providing the applicant operates exclusively 
in one EU member state, an alternative option is 
seeking registration for a national design with 
the IP office of this EU member state covering a 
single country only. For example, German appli-
cants can apply for a national design with the 
German Patent and Trademark Office (GPTO) in 
Munich. This right only provides protection through-
out Germany and is somewhat less expensive 
than an RCD. However, as soon as a further 
country is to be covered, national designs generally 

have a financial disadvantage compared to RCDs.
Of course, natural or legal persons based 

outside the European Union, who do not have 
their domicile or principal place of business or 
a real and effective industrial or commercial 
establishment in the EU, can also apply for an 
RCD. They are generally obliged to appoint a 
representative within the EU for all proceedings 
before the Office, other than filing the application.

It is important to understand that there are two 
different options to pursue the RCD application: 
it can be filed directly with the EUIPO resp. the 
central industrial property office of an EU member 
state or, alternatively, be included in an international 
design application with the World Intellectual 
Property Office (WIPO) designating the European 
Union. Either way, the RCD provides uniform 
protection for all (currently) 27 EU member states. 

Résumé
Dr. Verena Schladt, Attorney at Law
Verena Schladt joined the renowned IP firm KUHNEN & WACKER in 
2017. Having studied law at the University of Regensburg and worked 
as a junior barrister at the Nuremberg Higher Regional Court, Verena 
Schladt joined the Bar Association in 2009 and obtained her PhD from 
the University of Regensburg in 2013. 

As one of KUHNEN & WACKER’s certified IP Lawyers of the legal, 
trademark, and design department, she has filed a multitude of EU 
trademark and EU design applications and is deeply committed to 
obtaining and enforcing IP protection for K&W’s international and national 
clients. Her special fields cover trademark law, design law, competition 
law, copyrights, complaint proceedings, infringement proceedings, 
license and cooperation agreements, and product piracy. Before joining 
KUHNEN & WACKER she worked for an IP law firm in Munich. 

Verena Schladt writes on IP-related matters and is a member of 
INTA and the German Association for the Protection of Intellectual 
Property. She is proficient in German and English. 
Author email: verena.schladt@kuhnen-wacker.com

EU design law: strategic 
considerations for Registered 
Community Designs 

Verena Schladt

Verena Schladt of KUHNEN & WACKER Intellectual Property Law Firm PartG 
mbB details the required process for successfully registering an RCD in 
Europe with guidance for international protection. 
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EU DESIGN LAW

This limited scope of examination regularly enables 
a simple and straightforward registration of the 
design applied for. If the application meets the 
substantive requirements, the RCD is registered 
at the EUIPO without any objection from the 
examiner in charge within approx. two-four months. 
In the end, the EUIPO makes a unitary decision on 
the registrability of the RCD for all EU member 
states. Thereafter, the applicant may invoke a 
registered right to protect their product.

The RCD should not be confused with the 
unregistered Community design. Even without 
registration, it provides protection for three years 
from the date on which the design was first made 
available to the public within the territory of the 
EU. However, rights based on an unregistered 
Community design can only be claimed against 
an infringing design which is an intentional copy 
of the protected one, made in bad faith, and is 
thus much more difficult to enforce in the end.

Take care of the graphic 
representation
In contrast to national design registrations in 
various countries, the scope of protection of an RCD 
is determined exclusively by the graphic rep-
resentations filed with the application. Applicants 
should select the graphic representations very 
carefully, as errors can easily occur. In the worst 
case, bad representations may lead to the 
invalidity of the design. 

Above all, care must be taken to file a clear 
and complete graphic representation of the 
product. According to EU law, one up to a maximum 
of seven views of the product to be protected is 
required for the design application. (Computer) 
drawings or photographs are particularly suitable 
for this purpose. The views may be in plan, elevation, 
cross-sectional, in perspective, or exploded. 
This graphic representation should include all 
the features of the design so that the object of 
protection of the design can be determined 
clearly and unambiguously based on the view(s), 
in order to ensure legal certainty. Although the 
application can contain further indications, such 
as descriptions, the graphic representation of 
the designs alone is decisive for the scope of 
protection of the design. 

EU law allows applicants to protect a multitude 
of special types of designs, some of which are 
inadmissible in other jurisdictions. It is remarkable 
that one single figure of a design is sufficient, 
and, in some cases, a single illustration may 
provide broader protection than a complete 
representation of the product from all sides. 
Even if the overall impression of the designs to 
be compared is similar as regards the front view, 
the later design can have individual character 
because it differs in the side and back view. 
However, if the front view of the prior design is 

A single application is sufficient, which can be 
filed in any official language of the European 
Union. The fees for the application are also 
payable solely to the EUIPO. 

If the applicant seeks protection not only for 
the product itself, but also for some variations, 
for example, different color combinations, or a 
certain product line, several designs can be 
combined in a multiple application. A multiple 
application contains two or more designs within 
the same application but each of the designs is 
examined and treated independently. As the 
costs for a multiple application are substantially 
lower (varying depending on the number of 
designs) than filing separate design applications 
for each product, this feature enables applicants 
to get the best possible protection at reasonable 
costs, provided that the products in which the 
designs are to be incorporated or to which they 
are to be applied belong to the same class 
according to the International Classification for 
Industrial Design (“Locarno class”). 

These circumstances make it clear that the RCD 
brings many advantages: it saves the applicant time, 
money, and administrative effort, especially in com-
parison to filing national designs with the competent 
authorities of the individual EU member states.

Within the application procedure, EUIPO only 
examines the formal requirements for registrability, 
i.e., compliance with the definition of the design 
of Article 3 (a) Community Design regulation (CDR) 
(appearance of an industrial or handicraft item), 
and if it is not contrary to public policy or to accepted 
principles of morality pursuant to Article 9 CDR, 
whereas the validity of the RCD is not verified. 
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Contact
KUHNEN & WACKER Intellectual 
Property Law Firm PartG mbB   
Prinz-Ludwig-Str. 40A, 
85354 Freising/Munich, Germany
Tel: +49 8161 6080 
Fax: +49 8161 608 100 
www.kuhnen-wacker.com  
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A further substantive examination may follow, if 
this is required according to the regulations of the
countries in question. The offices of all designated
countries examine whether the application complies
with the national requirements for registration, 
for example, whether the designs are not contrary
to morality, whether descriptions are attached, 
and in some cases whether the designs are new.
Therefore, when applying for an International 
Design, care should be taken to consider the 
specific provisions of the individual countries, 
especially with regard to EUIPO’s special design 
types that are not automatically admissible 
according to national law.

Outlook: planned design law reform 
of the European Commission
As the Design protection system in the EU is more
than 20 years old, the existing EU design law is 
currently being revised with the aim to update the 
design protection to the challenges of the digital
age and at the same time make it even more 
efficient for applicants. 

The European Commission presented their 
suggestions for a revised Regulation on November
28, 2022. Amongst others, the definitions of the 
terms “design” and “product” shall be specified. 
The new definitions explicitly cover digital forms,
for example, movements or animations, as well 
as spatial arrangements of goods and other 
items (such as store interiors), graphical user 
interfaces, and logos. In addition, the protection 
regarding software for 3D printing is extended. 
These and further planned expansions aim to 
close existing gaps of design protection in view 
of the technological achievements and to further
simplify the registration process. Another update
concerns the terminology. Due to harmonization 
reasons, the designation “Community design” is 
to be replaced by “EU designs” in the future.

The intended changes mean an important step
toward further optimization of the EU design law
in favor of the applicant. But already today, the 
RCD offers quick and effective protection of one’s
own product against possible competitors. Since,
in principle, almost any new product can be 
suitable as a design application, entrepreneurs 
should keep this in mind as early as the product 
development stage.

protected as a single view, this argument cannot 
help the infringer.

Often, in addition to a perspective view, the 
applicant selects other views encompassing 
the front view, rear view, top view, side view, and 
others. All figures of an application must refer to 
the same product. The application will only be 
correct if all views are consistent. Besides the 
product, no other objects may be depicted in the
background. Furthermore, no other elements may 
be added to explain the design, such as an indication 
of measurements or proportions.

The easiest and most efficient way to protect 
a portion or part of a product is to file a separate 
design just for this specific part, either as a fully 
separate EU design or as part of a multiple design
application. Under EU law it is admissible to simply
file one view showing a part of the full product, 
with protection for this part only.

Various types of views are also permitted, 
including partial or sectional views, and exploded 
views. Exploded views are views where parts of 
a product are shown disassembled, to clarify 
how the parts fit together. All the product’s parts 
must be shown disassembled in a separate 
single view and combined with at least one view 
of the assembled product.

Similarly, the partial views (showing part of a 
product in isolation) must be combined with at 
least one view of the assembled product where 
the different parts need to be connected to each
other. It is important to note that in this case, 
protection is granted for the design in total and 
not for its parts individually.

It is also possible to protect “moving designs”, 
i.e., a short sequence of views used to show a 
single animated design at different specific 
moments in time, in a clearly understandable 
progression, for example, animated icons or 
animated graphic user interfaces.

These various design types allow the applicant
to choose the best option, depending on the 
characteristics of the product for which protection 
is sought.

International filing strategies
For design protection outside the EU, applying 
for an International Design at the International 
Bureau of the World Intellectual Property 
Organization (WIPO) should be considered. In 
addition to the EU, many other economically 
interesting countries, such as the USA, Switzerland,
Norway, Great Britain, Japan, and China, can be 
covered by this protective right. Instead of filing 
individual applications with the respective national
offices, a single application is sufficient for this 
purpose – similar to the RCDs. 

Unlike the EUIPO, the application process for 
an International Design does not end with the 
completion of the formal examination by WIPO. 
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This segment is dedicated to 

women working in the 

IP industry, providing a 

platform to share real 

accounts from rising women 

around the globe. In these 

interviews we will be 

discussing experiences, 

celebrating milestones and 

achievements, and putting 

forward ideas for advancing 

equality and diversity. 

By providing a platform to 

share personal experiences 

we aim to continue the 

empowerment of women 

in the world of IP. 
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If you would like the opportunity to share your experiences with 
Women in IP Leadership, would like to nominate an individual to be involved, 

or would like to learn more about sponsorship, please contact our Editor. 
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Charmayne heads both the Intellectual 
Property (IP) practice and the Technology, 
Media and Telecommunications (TMT) 

practice. As a leading figure in IP and TMT 
legal advisory and compliance, Charmayne has 
extensive experience in both spaces and has 
worked with regulators, public institutions, and 
companies of all sizes in shaping the future of IP 
and TMT.

Charmayne’s expertise includes managing the
registration of and general advisory and drafting 
work relating to the classic forms of IP rights 
(trademark, copyright, industrial design rights, and
patents). She also regularly deals with regulators
and advises clients who provide technology 
and telecommunications services such as satellite,
internet, and on-demand content services on 
complex and novel regulatory compliance and 
licensing matters.

She is also the Malaysian member of the Global
Leaders Forum (TMT practice) and a member of 
the Federation of Malaysian Manufacturers 
(FMM) (for IP and TMT).

What inspired your career?
It may seem cliché but there wasn’t a single 
factor or defining moment that inspired me to 
pursue a career in law and in fact, the law wasn’t 
even on my radar during my formative years – I 
wasn’t one of those fortunate people who had 
a clear vision of practicing law from a young age.
Back then, and perhaps even now, social and 
cultural norms dictated three main careers for 
young people: medicine, law, and accountancy. 
But with God’s guidance, family support and some
career counseling from my school, I ultimately 
chose law for its flexibility and alignment with my
temperament, a decision I have never regretted. 

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
My legal journey began in dispute resolution, 
where I worked first as a pupil, then an associate,
under the guidance of one of the senior partners 
in Skrine, Dato’ Anantham Kasinather (retired judge). 
I had the privilege of assisting him with many 
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litigation matters covering a wide range of 
practice areas. I feel that this initial start in my 
career as a general practitioner was crucial in 
laying a solid foundation in law and giving me 
insights into the workings of the courts and the 
judiciary. 

A few years into my career, I was introduced 
to IP when the senior IP practitioner in Skrine, 
Mr Lee Tatt Boon, offered me a place in his team.
I was then a young newly minted lawyer practising
in the general litigation department of Skrine 
with no intention of specializing, especially not in
an area that wasn’t seen as crucial to businesses 
at the time. Despite my initial hesitation, my 
curiosity led me to explore this new field. I was 
intrigued by how an individual’s intellect and 
creative ideas could be transformed into tangible
inventions that benefited the world. To be part 
of that process of protecting such intellectual 
output was remarkable, satisfying and just good 
fun! As I delved into this practice area, the 
realisation of how the intellect forms, changes 
and disrupts the world was nothing short of 
incredible and I was hooked! 

What challenges have you faced? And how 
have you overcome them?
One of the primary challenges I faced early in 
my career was practicing in an area of law that 
was then new and not widely recognized as a 
critical aspect of doing business. This perception,
unfortunately, persists today in Malaysia, with 
many businesses often underestimating the 
importance of IP protection until they face issues
like counterfeiting and copying.

Gender bias was another hurdle because 
during that time, a number of companies and 
clients, both local and international, had pre-
conceived notions about women in the legal 
profession. The demands of the job, including 
long working hours with very little leisure time, 
were also challenging. These challenges continue
to this day but I’ve seen significant improvements
in gender bias since my early days in practice. 

In today’s legal landscape, it is not just about 
knowing the law. The expectation to know the 
industry as well as the law is an important 

”

One of the 
primary 
challenges 
I faced 
early in my 
career was 
practicing 
in an area 
of law that 
was then 
new and 
not widely 
recognized 
as a critical 
aspect of 
doing 
business.

“

Women in IP_Skrine_TML4v3.indd   41Women in IP_Skrine_TML4v3.indd   41 23/08/2023   10:2623/08/2023   10:26



43CTC Legal Media THE TRADEMARK LAWYER

”

For those with family pressures, 
practising self-care and 
understanding that we all cannot 
be superwomen 100% of the time 
is a good start.

“achieve this unrealistic idea, we should encourage 
each other to be the best versions of ourselves, 
balancing our personal and professional lives in a 
way that’s healthy and sustainable. I am heartened 
to see a more understanding and balanced 
approach towards women in the workplace and 
I hope this trend continues to grow. 

The other challenge would be the deep-
seated stereo types that women face in 
male-dominated industries or client organiza-
tions. Vocal, assertive women are often mislabeled 
as aggressive and hard to deal with, thereby 
creating invisible and often unnecessary 
barriers that hinder their performance. Further, 
there is still a comfort level of dealing ‘man-to-
man’. I trust these mindsets are no longer so 
prevalent. 

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector? 
In this era, I’ve witnessed women in the IP sector 
and beyond making great strides toward 
independence, equality, and empowerment.   

While many may feel that bigotry and 
inequality are inevitable, I firmly believe in our 
capacity to effect change. Yes, the truth is that 
diversity can divide if not embraced, and issues 
of color and gender can result in differential 
treatment. The arguments for justice and fair 
play are known to most but whether it is 
practiced is a different matter 
altogether. 

However, I wholeheartedly 
disagree that we cannot make a 
difference. If I practice what is just 
and right, I have already made a 
difference to at least a few people. 
By upholding these principles 
in our own actions, we can influ-
ence those around us. In my 
team, I will not tolerate gender 
discrimination, and I strongly 
believe neither does 
the firm I work in.
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out to embrace a general practice, covering all 
aspects of the law and doing a variety of work, 
no matter how menial it may seem - a bit like a 
Karate Kid initiation! 

What would you consider to be your greatest 
achievement in your career so far?
A high point that I hold dear would be the evo-
lution of my career in IP, expanding from traditional 
forms of IP, and developing this practice to 
include other areas, particularly technology media 
and telecommunications (TMT). The TMT practice 
started around 1996 and the 1990s were an 
exciting time to embrace the tech world and 
integrate it with law, especially with the surge in 
work in light of the dot-com boom. 

As a relatively young woman lawyer in a 
predominantly male industry, it wasn’t easy during 
the early years as I faced skepticism about my 
abilities. However, these challenges merely fueled 
my determination to persevere.

Today, I am delighted to witness how the IP and 
tech practices (as well as the product law and 
privacy practices) have flourished from seeds 
planted from the IP practice, with each thriving 
as separate and independent practices. 

Moreover, I’m proud to say that our IP depart-
ment, and possibly our firm, is composed of more 
than 50% women. It is particularly gratifying to note 
that our TMT practice, despite tech traditionally 
being male dominated, is composed of 80% 
women and highly regarded in the industry. This 
is a testament to the progress the team has made 
in promoting gender equality and I hope that 
our example will inspire other women and young 
lawyers to break barriers and make their own 
mark.  

What changes would you like to see in the 
IP industry regarding equality and diversity 
in the next five years?
As an employer, I advocate for a change in 
mindset regarding recruitment and promotion. 
My firm is committed to equality but I do know 
of many establishments or businesses that are 
not as committed, especially if the client-base 
is dominated by a particular gender or if there 
are societal and cultural biases that are hard to 
dispel. Women face dual pressures from work 
and home. I may be generalizing, but as more 
women enter the workforce, our socio-economic 
mores and norms can amplify these pressures, 
creating an unrealistic “superwoman” ideal of a 
woman’s role being that of a wife, mother, care-
taker, educator as well as professional. The 
“superwoman” label, while seemingly empowering, 
isn’t always positive. In fact, it creates unnecessary 
added pressure on women to perform and 
compete in being the best at every aspect of 
work, home and hearth. Instead of striving to 

aspect of client satisfaction and building trust. 
The extent of a lawyer’s research is not only to 
ensure that they are updated on the laws but 
also to understand how the client runs the business 
and how the industry works. Social and cultural 
norms and sensitivities in the industry and the 
jurisdiction are also considerations that lawyers 
need to factor into their advice and work.  

On the gender equation, I feel unqualified to 
give tips on overcoming challenges for women 
because I think many women have faced and 
overcome greater adversities than I have since 
I have  been blessed with superiors who were blind 
to color and gender. 

It is unrealistic to expect complete eradication 
of any form of discrimination but I would like to 
think that something could be done about it, to 
keep the effects of gender discrimination at bay. 
For me, nothing beats going back to the basics 
- doing a piece of work well and understanding 
the client’s needs and how the industry works. 
We cannot control or force a change in others, 
especially with discrimination and bias, but 
hopefully, when the results show and the client 
begins to trust you, that is when you have 
prevailed. Take personal satisfaction in a job 
well-done and do not compare yourself with 
others all the time.  

For those with family pressures, practicing 
self-care and understanding that we all cannot 
be superwomen 100% of the time is a good 
start. If you face discrimination, don’t hesitate to 
ask for support – it is always there in some form 
or another. 

Your mindset is also a powerful tool. Don’t let 
bias in any form (gender, race, etc.) color your 
professional life. If you encounter discrimination, 
it is essential to acknowledge your feelings and 
experiences, and not let them negatively affect 
your mental well-being. Remember, you’re not 
alone in facing such bias. Most people face some 
kind of bias or unfair treatment in their lives, and 
there is no shame in asking for help from others 
who can help you navigate these situations. If 
you can learn how to manage such challenges, 
you have not allowed it to taint your career path 
and you may even have developed certain skills 
to deal with difficult situations that would stand 
in good stead throughout your professional life. 

I have found the following to be helpful in 
general. For young lawyers, I’d advise against 
rushing into a specialization. My initial years in 
general practice were invaluable, serving as ‘trials 
by fire’ that helped me develop critical skills in 
dealing with clients and appearing before judges. 
Many focus on intellect but cultivating emotional 
intelligence abilities such as prudent speech, 
logical thought processes, and developing confi-
dence, are integral to a successful/fulfilling legal 
career. I would encourage young lawyers starting 
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I have no intentions of leaving the healthcare 
space; I think that this is really my North Star - to 
be impactful in closing health inequities and 
providing meaningful improvements in health 
outcomes in any way I can. I would love to 
continue to progress in the healthcare public 
domain space from a small-cap to a mid-cap to 
a large-cap company. That’s next on my list of 
goals!

I would also love, at some point, to explore 
board opportunities as well. I think that, for better 
or for worse, lawyers are not as sought after for 
board services, but I believe that there’s a 
valuable lens that we can bring to those roles, 
especially with respect to risk assessments for 
companies, and oversight and guidance to 
management. More and more, general counsel 
today are relied upon, not just for legal advice 
and counsel, but more broadly for strategic 
thought leadership that would be an asset for 
board services. And, in healthcare, which is 
highly regulated, there are potentially very grave 
consequences for foot faults, so it’s imperative 
to have that be a guiding principle in board 
governance.

What changes would you like to see in the 
IP industry regarding equality and diversity 
in the next five years?
It’s no secret that women make up a large 
population of the students at law schools. Then, 
for private practice, the statistics start to trend 
downward, and as a result, there are very few 
women who become partners. Slice that further 
for diversity of those women partners and the 
data points are extremely disappointing.

If you look at the in-house side, you’ll similarly 
find there are not many women GCs or CLOs, 
and among those few, even fewer are minorities.

We have to ask ourselves what the root cause 
of this decline is. What is prohibiting these 
women from rising to the leadership ranks? Is it 
that they don’t look like the people who are 
across the table from them? Is it because they 
have other pressures that somehow others 
believe should hold them back? (Whether it’s 
family pressures or other responsibilities.) Is it 
because they are not putting themselves forward 
because of imposter syndrome? Or, do they lack 
the right allies? 

I think what we can try to do – women who 
are leaders and in particular those who are also 
ethnic minorities – is to help move people along 
with us. There are lots of organizations that are 
focused on that: a lot of mentorship opportunities 
are available to those people who are thinking 
of putting themselves on that track. But it’s still 
incredibly challenging and the numbers are dismal. 

I’ve benefitted from having female CEOs in 
my current and previous role, which is very rare. 

I focused almost exclusively on litigation and 
government investigations - it was fantastic but 
I needed to “move out to move up.”

Thus, my next move was to embrace a health-
care regulatory role at a smaller organization 
where, due to size and resources, there was 
a forcing function to wear all of the hats – and 
I loved that breadth of experience! There, I really 
was able to develop those muscles in areas that 
I hadn’t had a chance to flex before. 

My advice would be to move forward with 
intentionality. I did not want to rely on serendipity 
to get to the next step, and I encourage others 
to move forward on a path with an intended 
outcome or a plan to effectuate. of course, a key 
to this is to be flexible and nimble, so that if you 
decide on a direction, you can be ready to pivot 
to a new direction or course correct as needed.

What challenges have you faced? And how 
have you overcome them?
I think it’s important to know what your strengths 
are and to know what gaps you have and how 
you can address them; you can address them 
organically by trying to gain experience in those 
areas, you can try to learn on the fly, or you can 
partner with people who have expertise. Or do a 
combination of all these.

Being able to assess your toolkit and see what 
you need to learn to progress to the next role is 
really important and knowing that you can stretch 
into a role will help you move forward even 
when you don’t have 100% of that skill set yet. 

What would you consider to be your greatest 
achievement in your career so far?
So far, I am incredibly grateful to be where I am 
– I put myself on a path to be a public company 
general counsel of a healthcare organization 
where I am impacting the lives of patients in a 
really meaningful and significant way. I’m incredibly 
proud of that. I stand behind the products that 
we have in the ovarian cancer risk assessment 
space. Women who are on this ovarian cancer 
journey can benefit greatly from our tests and 
knowing that I have helped to significantly move 
the needle on their medical management is 
incredible and is what anchors me on a regular 
basis, especially on challenging days.

I’m at a company where the leadership and the 
board are primarily composed of women – those 
two things are extremely rare in corporate America 
and to an even greater extent in the public 
company space. I love that we are a women’s 
healthcare company and we are run by mainly 
women; there’s something there that really 
resonates with me to the depths of my DNA.

What are your future career aspirations? And 
how will you work to achieve them?
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Minh is a seasoned executive with 
deep healthcare experience, which 
includes companies spanning the 

market cap spectrum. From her contributions at 
a Fortune 5 public healthcare company, where 
she provided steady guidance on complex 
issues, to her strategic counsel at a nimble 
pre-IPO start up where she oversaw several 
transactions and financings just prior to its $375 
million merger with a public company, Minh has 
provided legal counsel and regulatory oversight 
on all aspects of corporate matters. 

She is the General Counsel, Corporate Secretary, 
and Corporate Compliance Officer at Aspira Women’s 
Health Inc., (Nasdaq: AWH), a bioanalytical-based 
women’s health company. Prior to joining Aspira, 
Minh served as General Counsel, Corporate 
Secretary and Corporate Compliance Officer at 
Genome Medical Inc., a private telegenomics 
company. Prior to that, she served as Associate 
General Counsel, Global Director of Litigation & 
Human Resources at Myriad Genetics where she 
provided legal and strategic guidance on all matters 
of healthcare regulations, compliance, privacy 
commercial relationships, federal and state 
regulations and clinical trials. Minh began her 
corporate career at McKesson Corporation, a 
Fortune 5 company and the largest pharmaceutical 
distributor in the nation, where she served as 
Chief Counsel after one decade in private legal 
practice. Minh began her career in law after 
graduating from UCLA School of Law where she 
was the Joseph Drown Fellow. She has served 
as President of the Vietnamese American Bar 
Association of Northern California, and was the 
inaugural co-chair of the National Conference of 
Vietnamese American Attorneys in 2008.

What inspired your career?
When I was young, I wanted to follow in my 
parent’s footsteps but in college I quickly realized 
that I did not want to be a civil engineer! I looked 
at my skill sets: I enjoy reading and writing and 
linear thinking, and that seemed most suited for 
pursuing the law. 

I specifically pivoted inhouse into healthcare 
because of my personal experience with a deeply 
impactful health situation in our family; I had a 
front-row seat to view how healthcare - in America 
at least – was failing. If there was something I 
could do to help move the needle in patient care, 
then that’s where I wanted to focus my career. I 
became very mission-driven in my professional 
choices as I continued to move through the ranks. 

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
What’s incredibly interesting to me is there’s no 
linear pathway as far as I can tell from my own 
experiences and those of others who have 
shared theirs with me - mine was certainly more 
circuitous than I had ultimately planned it to be 
right out of law school. I went from law school 
into private practice, and I was there for almost 
nine years. I thought that I was going to be a 
partner but for a number of reasons, I decided 
that that was not the path for me. But I was still 
really invested in anchoring my career in the law 
and so pivoted inhouse. 

From private practice as a litigator, I transitioned 
into an inhouse litigation role. Then, in order to 
actualize my dream of becoming general counsel, 
I felt I had to gain a deeper bench and breadth 
in subject matter experience. At McKesson, 

Minh Hoang Merchant: 
General Counsel & 
Secretary, Aspira 
Women’s Health

An interview: inspirations, experiences, and ideas for equality.
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When you look at industries in terms of a pyramid 
structure with the C-Suite at the top, the numbers 
get even smaller in healthcare so the fact that 
both my past and present CEO have been women 
tells you a lot about what my experiences have 
been, which is, unfortunately, probably not 
reflective of other people’s experiences. 

How do you think the empowerment of 
women can be continued and expanded 
in the IP sector? 
I think there are a number of ways to tackle this, 
and fortunately, there are many ways towards a 
solution. It may well come down to death by a 
thousand cuts: what is going to work? And it 
may well be a multitude of factors, including 
organizations that support women, giving them 
the right toolkits for success, key partnerships 
with mentors, the right network - professional 
network is invaluable to professional success - 
there’s a correlative relationship, so committing 
to building those relationships will rebound in 
benefits. We need to make sure that organizations 
help foster connectedness so that women have 
the right relationships and networks to advance.

In looking at the root cause for the lack of 
women in these key roles, I suggest we assess the 
point at which women drop off after law school, 
and what is it that we can do to challenge this 
model? Can we also look at empirical data from 
organizations that have a larger percentage of 
women and analyze their successes, or conversely 
their failures and, with a growth mindset, adapt 
and grow based on those learnings? Is it a concerted 
effort to reduce implicit bias for women who 
may choose to take family or maternity leave and 
come back at something less than full time?

I think that nowadays as women, and especially 
minority women, we are always faced with breaking 
all manner of ceilings - the glass ceiling, the 
bamboo ceiling, the ceilings are multitudinous 
in number! - and shining a light on that is really 
powerful but so too is having a positive role 
model that looks like you: they did it, so I can, 
too! Aspiring young lawyers and people in the 
middle of their careers currently look out into 
this field and may see no one who resembles 
them. So to those who have achieved great things, 
we should make sure to repeat: “I did it! You can 
do it, too! And, what can I do to help bring you 
along?” 
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20 YEARS OF FORWARD-THINKING
INNOVATION
Our progressive approach to law allows us to explore, 
experiment and take risks to come up with the best 
solutions for our clients.

250 Muñoz Rivera Avenue, 6th Floor
San Juan, PR 00918
Tel.: 787-766-7000
Fax: 787-766-7001
info@ferraiuoli.com
www.ferraiuoli.com

We look forward, 
so you can stay ahead.
CELEBRATING 20 YEARS 
IN PUERTO RICO

20 YEARS OF AGILITY AND FLEXIBILITY
Our responsiveness enables us to meet the changing 
needs of our clients and evolving legislative realities.

20 YEARS OF CLIENT-CENTRIC SERVICE
Our client-centric, service-oriented model ensures 

68 Fort  Street,  George Town
PO Box 31726, KY1-1207

Grand Cayman, Cayman Is lands
 

hsmoffice.com | info@hsmoffice.com

Portfolio management/strategic advice
Renewals and annuities management
Clearance and availability searches 
Dispute resolution/enforcement
Prosecution services
Anti-counterfeiting 

Protect your brand names, logos,
inventions, trade secrets, creative works and
designs with help from the intellectual
property (IP) experts.

Huw St. J. Moses, OBE
 Managing Partner  +1 345 815 7400 hmoses@hsmoffice.com

Worldwide Services
Caribbean Specialists 

HSM IP

TML4 rankings - America, ME & Africa_v4.indd   49TML4 rankings - America, ME & Africa_v4.indd   49 25/08/2023   13:2825/08/2023   13:28

48 THE TRADEMARK LAWYER CTC Legal Media

NORTH & CENTRAL AMERICA, MIDDLE EAST & AFRICAN TRADEMARK RANKINGS 2023

Throughout the next few pages, you will view a comprehensive 
list of the 10 most well-respected law firms from North & 
Central America, the Middle East, and Africa, in alphabetical 
country and company order. Our focused list is derived from a 
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SPACE TO FILL

DunnCox
Ferraiuoli
Foga Daley
Guzmán Ariza
HSM IP
J.D. Sellier + Co
McConnell Valdés
Miniño Abogados
Thornton Smith 
WDA International Law Firm

The Caribbean

Founded in 1882, J.D. Sellier + Co. is the oldest law  rm in Trinidad 
and Tobago. Today, the  rm has expanded to over 20 attorneys-at-law 
and 77 employees o  ering its clients quality legal services in all areas 
of Civil Law; including Intellectual Property, Corporate/Commercial, 
Banking and Finance, Admiralty and Shipping, Tax, Real Estate and 
Conveyancing, Probate, Litigation and Dispute Resolution.

The Intellectual Property Practice Group can trace its records to 1929, 
and its team of very experienced Attorneys o  er in depth advice 
and analysis of issues concerning any area of Intellectual Property 
Law. We work closely with our clients in ensuring the protection and 
enforcement of their IP rights in Trinidad and Tobago and throughout 
the Caribbean.  

“None to compare in this hemisphere”

Members of:
 
AIPLA - American Intellectual Property Law Association
AIPPI - International Association for protection of IP
ASIPI - Latin American Intellectual Property Association 
CITMA - The Chartered Institute of Trademark Attorneys
INTA - International Trademark Association
IPCA - Intellectual Property Caribbean Association

Address: P.O. Box 116, 129-131 Abercromby Street, Port of Spain, 
Trinidad and Tobago
Telephone: +1 868 623 4283/7 ext. 1137/1158 Fax: +1 868 623 4281

Contact: Mr. Brien de Gannes (Partner): bdegannes@jdsellier.com; 
Ms. Ariane Ramnath (Partner): aramnath@jdsellier.com

Providing intellectual property
solutions in the Caribbean 

for over 10 years.

Capitol Chambers • P.O. Box 3534
Road Town, Tortola VG1110

Virgin Islands (UK)
Tel. 284.494.2518 Ext. 22
mail@thorntonsmith.com

thorntonsmith.com
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SPACE TO FILL

Aguilar Castillo Love
Arias
Bufete Casco
Bufete Durón
Bufete Mejía & Asociados
Casco & Casco
Consortium Legal
Dentons Muñoz Zacapa
ECIJA
García & Bodán

Honduras

SPACE TO FILL

ACZALAW - Nicaragua
Alvarado y Asociados
Arias
Bendaña & Bendaña
Central Law
Consortium Legal
Dentons Muñoz
García & Bodán
Guy José Bendaña-Guerrero & Asociados
LatinAlliance

Nicaragua
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Arias
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Consortium Legal
Divimark Abogados
EProint
EY Law
Facio & Cañas
IDEAS
MMonivation
Zurcher, Odio & Raven

Costa Rica

SPACE TO FILL

Arias
BLP
Carrillo & Asociados
Consortium Legal
IDEAS
Legalsa
Mayora IP
Mérida & Asociados 
Novales Abogados
Palomo Abogados

Guatemala
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ness, then omitting an element that is not of 
distinctive character will not affect the distinctive 
character of the trademark as a whole. Therefore, 
the Polish Patent Office and EUIPO will continue 
to classify the use of a trademark of this kind, 
without the eco element (not of distinctive 
character), as use of a trademark. 

At the same time, firms need to bear in mind 
that applying for or registering a trademark alone 
does not rule out the possibility that using 
ecological wording will be against the law. Firms 
will not be able to cite legitimate reasons for using 
wording of this kind, for example holding a trade-
mark registered before the legislation in question 
took effect. 

What if we hold a trademark and wish to insert 
ecological wording, for example on product 
packaging? If it is not distinctive or is of a low 
degree of distinctiveness, inserting an element 
of that kind will not affect the distinctive character 
of the trademark if it is at least of an average degree 
of distinctiveness, while at the same time, it does 
not matter whether the inserted elements are 
visually dominant.

Meanwhile, a registered trademark may be 
rendered distinctive by a combination of a non-
distinctive element and an element that is of a 
low degree of distinctiveness, for example, the 
word EKO/ECO, in which one letter is designed 
in the shape of an animal. If merely combining 
these two elements meant that the trademark 
could be registered, then omitting one of them 
would affect the distinctive character of the 
trademark, and thus these situations must be 
assessed on a case-by-case basis. 

Not every (eco) mark can be 
registered
If a firm has yet to register a trademark, it needs 
to be aware that when an application is filed to 
register a trademark in Poland, the Polish Patent 
Office examines whether there might be any factors 
rendering it impossible to grant protection. It is 
impossible to grant protection when marks do 
not give the goods and services concerned distinc-
tiveness in commerce, and are descriptive, i.e., 
comprised solely of elements used in commerce 
to provide information such as origin, quality, 
method of manufacture, or composition. A trade-
mark that is made up solely of elements that 
inform consumers of ecological origin or cultivation 
will not be registered. BIO NATURAL, ORGANIC 
ACTIVATOR, or ECO-WOOD are just some examples 
of trademarks about which the Polish Patent 
Office has held discussions regarding registration.

The same problem could arise when seeking 
to register an advertising slogan when the only 
information conveyed is about the goods and 
services concerned. Registration has been denied 
in Poland, for example, in the case of the slogans 

Contact
Traple Konarski 
Podrecki 
and Partners   
Street Twarda 4, 
00-105 Warsaw, 
Poland
Tel: (+48) 12 426 05 30
office@traple.pl
www.traple.pl/en/
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1 Proposal for a Directive of 

the European Parliament 

and of the Council 

amending Directives 

2005/29/EC and 

2011/83/EU as regards 

empowering consumers 

for the green transition 

through better protection 

against unfair practices 

and better information; 

proposal for a Directive 

on substantiation and 

communication of explicit 

environmental claims 

(Green Claims Directive).

Résumés
Anna Sokołowska-Ławniczak, PhD, 
Patent and Trademark Attorney, Partner   
Anna leads the Industrial Property and Brand Management Team as a part 
of the Intellectual Property Practice. She advises on every aspect of 
intellectual property rights, from developing strategies to maintaining and 
enforcing intellectual property rights under Polish, European, and 
international procedures. Anna has extensive experience in litigation before 
the Polish Patent Office and the EUIPO, and in court disputes concerning 
intellectual property, combating unfair competition, and copyright law. She 
draws up legal opinions on the registrability of trademarks and other items 
of intellectual property, and the use of trademarks during trade and in 
advertising campaigns. She is a member of the Polish Chamber of Patent 
Attorneys, ECTA, AIPPI, and INTA. She received individual recommendations 
in law rankings such as IAM Patent 1000, WTR, and Legal 500 Europe. 
Author email: anna.sokolowska@traple.pl

Kaja Seń, Trainee attorney-at-law, Associate
Kaja’s practice focus is copyright and industrial property law, specifically 
trademark disputes. Kaja also has extensive experience in personal rights 
protection, influencer marketing, and combating unfair competition. She has 
worked on cases before the European Union Intellectual Property Office 
(EUIPO), the Polish Patent Office, common courts, and the World Intellectual 
Property Organization (WIPO) regarding international trademark 
registrations.
Author email: kaja.sen@traple.pl 

Green Go! applied for in class 32 for i.a. beverages, 
and QUALITY CREATED BY NATURE, applied for 
in i.a. class 31, for fruit and vegetables. For this 
reason, it is also not possible to register officially 
recognized marks that are protected in Poland, 
such as the community eco production label. It 
also needs to be considered whether under the 
law it might be impossible to use a particular 
mark as an element of a trademark, as in the 
case of the EU Ecolabel logo. Thus, before 
applying to register a trademark, it is worth doing 
a search to determine whether the trademark is 
likely to be registered. The search ascertains, for 
instance, whether the trademark comprises 
elements that are descriptive or prohibited. 

Eco-elements cannot be 
monopolized
Although a trademark cannot consist solely of 
descriptive eco-elements, such elements may be 
included, provided that the trademark comprises 
other distinctive words or figurative elements. At 
the same time, proprietors of trademarks com-
prising descriptive eco-elements do not have 
an exclusive right to use them, and this means 
that they cannot prohibit other parties from using 
the same or similar eco-elements. This mainly 
applies to natural, eco, bio, green, organic, and 
similar phrases. Allowing a single firm to monopolize 
these phrases would be contrary to the principle 
of economic freedom.
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It is gradually becoming more and more 
commonplace in corporate communication 
to describe products of a particular brand as 

environmentally friendly, ecological, sold in 
biodegradable packaging, or manufactured in a 
sustainable manner. Consumers also encounter 
slogans like climate-neutral, friendly to nature, 
and reducing CO2 emissions on a daily basis. 
According to recent reports, consumers willingly
pay as much as 5-10% more for products described
as environmentally friendly. Consequently, it is 
no surprise that the number of applications to 
register “environmentally friendly trademarks”, 
i.e., trademarks comprising elements such as 
eco, bio, green, or organic, is on the rise.

Plans to restrict the use of 
ecological phrases
This trend could however change in the near future
due to plans to introduce EU-wide restrictions on
the use of wording of this kind. This is all because
of a proposal for an EU legislative package to 
stop greenwashing, i.e., marketing misinformation
about being green1. 

In Poland, a proposal has also been made for a 
regulation to be issued by the Minister of Climate
and Environment to stop the use in commerce 
of the popular name for coal, ekogroszek, and for
fuel, ekomiał. The names used presently, which 
could be misleading for consumers, are to be 
changed to groszek plus and miał plus.

The president of the Polish Competition and 
Consumer Protection Authority (CCPA) has also 
started looking at the problem of greenwashing. 
CCPA currently observes information appearing 
in corporate communication. Names placed on 

products and advertising slogans, as well as 
information about product manufacture, have 
come under scrutiny. This has led to ecological 
references being monitored and will probably 
curtail the freedom to use them enjoyed in the 
past. 

Much could change in this regard in the coming
months. 

Severe penalties
Even at the moment, a business in Poland could 
face a severe fine for making unlawful references
in marketing to ecological issues, sustainability, 
or preserving the environment (using ecological 
slogans in a manner misleading to consumers). 
Even if unintentional, conduct of this kind could 
be found to be a practice violating collective 
consumer interests. In such cases, the president 
of CCPA has the power to fine a company up to 
10% of its turnover generated in the previous 
financial year.

Using modified (eco) trademarks
The question is whether these developments will
have implications for trademark use and registration.
Clearly, this will be the case. Some firms might 
not be able to continue using ecological phrases.
On the other hand, rebranding and registration 
of a new trademark will not always be required 
when an element of this kind is part of a registered 
trademark. In certain cases, it will be possible to 
use the existing trademark without the prohibited
eco elements. 

If an ecological phrase is descriptive, such as 
eco, or bio, and the other elements of a trademark
are at least of an average degree of distinctive-

Anna Sokołowska-Ławniczak 
PhD

Kaja Seń

Jurisdictional Briefing, Poland: 
Is it easy for a brand to be 

eco in Poland and the EU?
Anna Sokołowska-Ławniczak, PhD and Kaja Seń of Traple Konarski 
Podrecki and Partners detail the changing protection available for 
“eco” trademarks resulting from the bid to prevent greenwashing. 
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the Plaintiff proves in trial that the celebrity/
publicity rights were inheritable and inured to 
him exclusively”.

• Aggrieved by this decision, the Plaintiff 
appealed to the Division Bench (two Judges 
bench) of the High Court4. Meanwhile, as the 
Movie was completed and released on the 
OTT platform, the Court did not examine the 
appeal on merits and observed that “given 
the fact that, the stage at which the impugned 
decision was rendered, the subject film had 
not been released, all the parties will at liberty 
to advance their respective stands, before the 
learned Single Judge, because of the changed 
circumstances”.

• Because of the release of the Movie, the 
Plaintiff filed the amended Plaint along with a 
fresh interlocutory injunction application 
against the continued streaming of the Movie 
by the Defendants to protect the possible 
irreparable injury and damage to the Plaintiff, 
his son, and his family’s reputation, 
defamation, and politicization of the event of 
death of SSR. The said application was 
decided by way of the present order. 

Plaintiff’s stand:  
1. The right to publicity and celebrity rights 

are heritable. Celebrity rights continue to 
exist posthumously in the deceased’s 
legal representatives after his death. 
Commercial exploitation of the persona 
of such a celebrity without the express 
permission of the legal representatives 
would, therefore, amount to an infraction 
of the celebrity rights of the personality. 

2. The Movie has been made based on 
defamatory statements and news articles, 
which alleged that SSR was subject to 
various vices such as drug addiction, etc., 
without any verification and without 
obtaining any report from any official 
agency to the said effect. Additionally, the 
film alleges that SSR was mentally unwell, 
that he was anxious and depressed, and 
that he died by committing suicide. In so 
doing, the Defendants have violated the 
right to privacy of SSR and the Plaintiff, 
which inhere in them under Article 21 of 
the Constitution2. 

3. Any misuse of the Plaintiff’s name, image, 
or caricaturing would result in infringement 
of the personality rights vested in the 
Plaintiff. It would also amount to passing 
off. The Plaintiff is the lawful successor to 
the rights vested in SSR earlier. 

4. The events that led to SSR’s death, and 
after his death, were very personal not 
only to SSR but also to Plaintiff, his family, 
and his friends. Streaming or broadcasting 
the said events without the consent of the 
Plaintiff was completely illegal. 

5. The investigation into the circumstances 
that led to the death of SSR is still in 
progress, and the release of the Movie is 
likely to prejudice fair trial in the case. 
Article 21 of the Constitution of India2 states 
that every citizen has the right to a fair trial.

6. The Defendants exploited the news 
circulated in the public domain for 
commercial gain without even taking the 
trouble to verify the authenticity of the 
same. Also, the disclaimer accompanying 
the Movie is untrue. 

7. Plaintiff accepted that in view of the law 
enunciated in Puttaswamy3, while the right 
to privacy could not be said to survive SSR, 
the right to publicity continues to do so. 

Résumés
Rachna Bakhru, Partner 
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Information technology. She advises her clients on issues related to IP 
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Recently, the Delhi High Court in a case 
titled Krishna Kishore Singh v. Sarla A Saraogi
& Ors.1, concerning the protection of privacy

and publicity rights of a Bollywood actor Sushant
Singh Rajput (‘SSR’), held that “the right to privacy,
the right to publicity and the personality rights 
vested in SSR is not heritable. They died with the 
death of SSR. The said rights, therefore, did not 
survive for espousal by the Plaintiff”. He debuted 
in Bollywood in 2009 and met an untimely end 
in June 2020. The circumstances in which SSR 
breathed his last remain murky, and the dust 
has yet to settle. 

While India does not have specific legislation 
exclusively addressing publicity rights or the right
to privacy, the courts have acknowledged and 
safeguarded the right to publicity as an element 
of an individual’s right to privacy and personal 
dignity. In cases where individuals’ publicity rights
have been infringed, the Indian judiciary has relied
upon various legal provisions including the right 
to privacy, the right to reputation, and the law of 
passing off to provide relief to the affected parties.

In India, the right to privacy is considered 
a fundamental right under Article 21 of the 
Constitution2, which safeguards the right to life 
and personal liberty. This recognition was solidified
in 2017 when the Supreme Court of India delivered
a landmark judgment in the case of Justice K.S. 
Puttaswamy (Retd.) v. Union of India3. The Court 
affirmed that the right to privacy is an intrinsic part 
of the fundamental right to life and personal liberty.

Factual insights of the recent case 
claiming violation of privacy and 
publicity rights of deceased 
Sushant Singh Rathore – famous 
Bollywood personality 
• The dispute arose when SSR’s father (‘the 

Plaintiff’) became aware that the Defendants, 
encompassing the Movie’s producers, 
director, and writer, were developing a film 
titled Nyay: The Justice (‘the Movie’ or ‘film’) 
based on SSR’s life, without obtaining 
consent from any of his authorized 
representatives, including himself. As a 
result, Plaintiff brought a quia timet action 
restraining the Defendants from making and 
releasing the Movie.

• However, the Court did not grant an interim 
injunction, noting that “on the aspect of 
irreparable loss, we may note that the suit is 
not premised as a tortious action for 
defamation. It is founded on the basis of 
breach of celebrity/publicity rights inhering to 
the Plaintiff. It is thus opined that if an interim 
order is granted, it would be difficult to 
compensate the Defendants if the Plaintiff 
ultimately does not succeed in the suit. 
Whereas, the Plaintiff can always re-apply at 
a later juncture for injunction, if there is a 
change in circumstances after the release of 
the said film, and has an adequate remedy of 
being compensated by award of damages, if 

The Bollywood actor’s 
passing leaves his privacy, 
publicity, and personality 
rights extinct, untransferable 
to his family members

Rachna Bakhru

Daleep Kumar

RIGHT TO PRIVACY: INDIA 

Rachna Bakhru and Daleep Kumar of RNA, Technology and IP Attorneys 
evaluate the current right to privacy laws in India when it comes to legacy 
and heritability. 
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under Article 21 of the Constitution2. 
The current case reiterates the right to privacy 

as a fundamental right in line with the Puttaswamy3

judgment. However, it also emphasizes crucial 
distinctions between privacy and publicity rights. 
While privacy is safeguarded as an essential 
individual right, the courts clarify that this right is
not heritable. As India’s legal landscape continues
to evolve, the understanding and protection 
of privacy rights remain subjects of ongoing 
development through court interpretations and 
future cases. Without specific legislation, the 
courts play a vital role in shaping and defining 
the contours of privacy law in the country.

(d) The remedy with the Plaintiff, if any, would 
not be to seek an interdiction against 
further transmission or telecast of the film 
but to claim damages, as already claimed.

(e) Injuncting further dissemination of the 
Movie would infract the Defendants’ rights 
under Article 19(1)(a) of the Constitution5, 
which states that all citizens have a right to 
freedom of speech and expression.

The Plaintiff (now Appellant) has appealed 
against the above order before the Division Bench
of the High Court. It will be interesting to see the 
outcome of the Appeal in this notable case. 

Closing remarks:
Without specific legislation on privacy laws in 
India, the legal system relies on Article 21 of the 
Indian Constitution2, which enshrines the funda-
mental right to life and personal liberty. The 
right to privacy has been read into this consti-
tutional provision through judicial interpretation. 
Over time, India’s jurisprudence on the right to 
privacy has been evolving through court 
decisions. The landmark judgment of the Supreme
Court in the Puttaswamy3 case firmly established 
the right to privacy as a fundamental right protected

1 CS(COMM) 187/2021, 

decided on July 11, 2023
2 https://indiankanoon.org/

doc/1199182/
3 (2017) 10 SCC 1
4 FAO (OS) (COMM) 88/2021
5 https://indiankanoon.org/

doc/1142233/
6 (1994) 6 SCC 632
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RIGHT TO PRIVACY: INDIA 

Plaintiff’s rejoinder
The Plaintiff, in his rejoinder, countered that there 
is a distinction between ‘public record’ and ‘public 
domain’. That the Supreme Court, in R. Rajagopal6, 
has protected publications, which published 
material forming part of prior public record, from 
the taint of defamation or of infraction of another’s 
personality rights.

The Judicial perspective:
The Court refused to injunct the Movie while 
making the following notable observations:
1. After seeing the film, it is evident that it is 

an overt re-enactment of SSR’s life and 
times, focusing primarily on the 
circumstances surrounding his death and 
the subsequent investigation. 

2. The disclaimer inserted in the Movie cannot 
detract from the reality that it is a celluloid 
retelling of the life and death of SSR.

3. After examining in detail the legal position 
in previous decisions, the Court held that: 

(a) The rights ventilated in the Plaint, i.e., the 
rights to privacy, publicity, and personality 
vested in SSR, are not heritable. They died 
with the death of SSR and cannot be 
espoused by the Plaintiff.

(b) On celebrity rights claimed by the Plaintiff, 
the Court took the view that it does not 
appear permissible, in our constitutional 
scheme which guarantees equality to 
individuals, to countenance an extra 
bundle of rights that would be available 
for enjoyment only to celebrities. 

(c) The information contained and shown in the 
Movie is entirely derived from items featured 
in the media and, therefore, constitutes 
publicly available information. In making a 
film on the basis thereof, it could not, 
therefore, be said that the Defendants had 
violated any right of SSR, much less of the 
Plaintiff, especially as the said information 
had not been questioned or challenged 
when it appeared in the media. Nor were the 
Defendants required to obtain the consent of 
the Plaintiff before making the Movie.

Defendants’ counter-claims: 
1. Puttaswamy3 case confirms that both the 

right to privacy and publicity are birthed in 
Article 21 of the Constitution2. If the right to 
privacy does not survive a person’s death, 
neither would the right to publicity.

2. No right to privacy or publicity can be 
violated if, as in the present case, the 
Movie is based on facts that are in the 
public domain. The right to privacy can 
never extend to publicly known facts.

3. Having not objected to the publications 
available in the public domain, Plaintiff 
cannot complain that the Movie violates 
the right of SSR to privacy. Plaintiff cannot 
claim absolute rights over SSR, his persona, 
and everything that has to do with him. 

4. Even if it were to be assumed that the 
Defendants had commercially exploited 
the persona of SSR, the Plaintiff would, at 
the highest, be entitled to damages, and 
no more. 

5. The disclaimer, which prominently figures 
at the start of the Movie, should suffice to 
negate the Plaintiff’s plea of the Movie 
being a retelling of SSR’s life and death.

6. On the information available in the public 
domain, the law does not require the 
movie maker to obtain prior consent from 
the Plaintiff and to undertake an inquiry or 
investigation into the truth of the material 
contained in the articles based on which 
the Movie was made. This is part of the 
sanctified right to free speech which 
inheres in every citizen by Article 19(1)(a) of 
the Constitution of India5.

7. The rights to privacy, publicity, and 
protection against defamation are 
personal rights that do not survive the 
person concerned 
and are not 
heritable. 
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The protection of trademarks and democracy 
are intrinsically linked, and the reasons for 
this interconnectedness are diverse but 

easily discernible. Aspects such as freedom 
of expression, fair competition, and consumer 
protection, which favor innovation, are predom-
inantly found within democratic systems.

That said, it is important to acknowledge that 
authoritarian regimes also protect intellectual 
property rights (IP), including trademarks. 

If on one hand, trademark rights prosper in 
democracy because only a democratic state 
offers secure and effective means to combat 
violations of these rights, while also encouraging 
the development of innovation. 

On the other hand, there are numerous examples 
of authoritarian states, particularly in the 
African continent, that effectively 
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provide necessary services in other essential 
areas such as education, innovation, and the 
implementation of the rule of law.

Conclusion
Throughout our discussion, we have observed 
that IP plays a crucial role in fostering innovation 
within democratic contexts. Additionally, we 
have seen that IP protection extends beyond 
political systems as it is effective regardless of 
their type. Furthermore, we have concluded 
that IP serves as a foundation for economic 
growth and sustains the existence of a country.

When examining the African continent, we 
can witness the multifaceted nature of IP.

In the case of Eritrea, nevertheless, IP serves 
a distinct purpose. Initially, it was employed as a 
tool to assert independence by rejecting the 
trademarks registered under the previous 
Ethiopian law. Subsequently, it played a role in 
supporting the country’s existence through the 
publication of cautionary notices, providing 
partial trademark protection and promoting 
economic development. However, starting in 
2009, the absence of proper IP has become an 
instrument of despotism, limiting freedom of 
expression and suppressing innovation.

Eritrea has been a member state of WIPO 
since 1997. However, it is not a contracting party 
to the Paris Convention for the Protection of 
Industrial Property, the Patent Cooperation 
Treaty (PCT), or the Madrid Union.

Considering the example of South Sudan, which 
promptly expressed its intention to maintain 
trademark protection and preserve a certain degree 
of normal functioning after independence, we 
question the position of the Eritrean government.

History shows that very young countries often 
do not consider adopting IP legislation as a 
priority. Nevertheless, the case of Eritrea is 
somewhat different, as the government initially 
allowed the publication of cautionary notices 
but later prohibited it. This invites us to consider 
a distinct connection between IP and politics. 

Eritrea’s refusal to recognize trademarks 
registered under Ethiopian law prior to its 
independence signifies its desire to distance 
itself from the past and establish a separate 
identity. The delay in enacting an IP law indicates 
that, for the “newly born” country, there are other 
priorities to consider. But prohibiting all publication 
of cautionary notices denotes that the issue of 
trademark protection is subjected to a highly 
specific political context that denies essential rights.

In fact, the private sector has gradually been 
replaced by an all-pervasive state sector. And, 
when a state is too present, it is inevitably completely 
absent. In other words, while the Eritrean govern-
ment exercises excessive control in certain areas 
such as politics, the economy, and freedom of 
expression, it fails to fulfill its responsibilities and 
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TRADEMARKS IN NON-DEMOCRATIC CONTEXTS

with the Ministry of Justice. Once the Intellectual 
Property Bill 2015, currently awaiting approval 
by the Parliament, is enacted, those with 
reserved trademarks will be granted priority 
rights. Although the system was put on hold for 
some time, at the time of writing this article, 
trademark reservation is again possible.

In Somalia, trademark protection was not 
possible for several years due to civil war. However, 
the Trademark Office has resumed its functions, 
even though the country’s situation is not yet 
fully pacified. 

The Democratic Republic of the Congo, despite 
its instability due to decades of internal armed 
conflicts, maintains its trademark protection system. 

As for Libya, after being forced to suspend the 
activities of its Trademark Office due to the 2011 
revolution, it reopened two years later. It is also 
interesting to note that in 2022, the Libyan 
government temporarily suspended the accept-
ance of trademarks from foreign applicants but 
revoked its decision a few months later. The 
reasons for the implementation of this measure 
and its posterior revocation are not public but 
can be easily understood.

IP is crucial for supporting the economy and 
without a functioning one, a country cannot exist. 
Therefore, it is logical that countries, regardless 
of their political systems, have some form of IP 
rights protection, whether it is through specific 
IP laws or other laws related to investment, for 
example.

In conclusion, it can be asserted that while 
innovation is generally associated with democracy, 
the protection of IP rights does not imply the 
existence of democratic regimes. While not 
questioning the value of this principle, how should 
the specific situation of Eritrea be approached? 

Eritrea: an exception to trademark 
rights protection?
Until 1991, Eritrea was part of Ethiopia, where 
Ethiopian IP law applied. However, in 1993, when 
Eritrea gained independence, the Eritrean 
government ceased to recognize trademark 
rights obtained under Ethiopian law.

To remedy this situation, the Eritrean govern-
ment initially permitted the publication of cautionary 
notices. Cautionary notices are legal advertisements 
in newspapers indicating that a specific trade-
mark is owned by a particular individual or company 
and that no one can use similar trademarks for 
similar goods/services. These cautionary notices 
were published in state newspapers after receiving 
approval from the government.

However, since August 2009, the publication 
in local newspapers has been prohibited. Since 
then, the country has experienced a long period 
of isolation and no IP law has been enacted up 
to the present time.

protect trademarks, albeit with restrictions and 
sometimes a lack of efficiency and dynamism. 
In this regard, it is noteworthy to mention that 
inefficiency and lack of dynamism can, to a 
certain extent, be attributed to the fact that these 
countries are in a developmental stage and may 
not always have effective means of action.

These two premisses pose no significant 
challenges. Yet, the example of Eritrea seems to 
differ, presenting itself as a case with its own 
particularities.

Trademark registration: 
a protection above the 
political system
According to the Democracy Index 20221, issued 
by the Economist Intelligence Unit (EIU), there 
are currently 72 full and flawed democracies, 35 
hybrid regimes (regimes with both democratic 
and autocratic traits, which can simultaneously 
engage in political repression and hold regular 
elections), and 59 authoritarian regimes, totaling 
167 countries in the world. 

Additionally, the Global Innovation Index 20222, 
issued by WIPO, reveals that the most innovative 
countries are predominantly democratic, which 
confirms our first premise that IP rights thrive in 
democracy. This shall not surprise us given the 
reasons mentioned earlier. 

To demonstrate the accuracy of our second 
premise, broader demonstrations are necessary, 
although the statement that innovators can protect 
their rights in virtually all countries worldwide 
does not seem unfounded. For this purpose, we 
will consider countries in the African continent 
that are classified as authoritarian according to 
the Democracy Index 2022.

As per this Index, only Mauritius can be classified 
as a full democracy in Sub-Saharan Africa, six 
countries are indicated as flawed democracies, 
14 as hybrid regimes, and 23 countries as auth-
oritarian regimes. 

Among the latter, we include Niger, Rwanda, 
and Zimbabwe. Niger, which is part of the African 
Intellectual Property Organization (OAPI), Rwanda, 
and Zimbabwe, where the African Regional 
Intellectual Property Organization or ARIPO is 
headquartered, have an effective and undis-
putable trademark registration system, although 
enforcing these rights may sometimes present 
some challenges.

Furthermore, fragile and authoritarian countries 
like South Sudan, Somalia, the Democratic Republic 
of the Congo, and Libya, among others, have also 
established systems for trademark protection. 

The example of South Sudan serves as a 
perfect illustration of the significance of IP for a 
country. Indeed, the South Sudanese government 
has established a system where trademark holders 
“reserve” their trademark registration requests 

1 https://www.eiu.com/n/

campaigns/democracy-

index-2022/
2 https://www.wipo.int/

edocs/pubdocs/en/wipo-

pub-2000-2022-en-main-

report-global-innovation-

index-2022-15th-edition.
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for the “bottle”, which attested to the novelty 
and originality of the applied shape. However, 
the Chamber of Patent Disputes and subsequently 
the IP Court upheld the initial decision of the 
Russian PTO pointing out the fact that all the 
features of the applied shape were functional, 
specifically, they provided comfort when holding 
the bottle in the hand, its stable position on a 
flat surface and its convenient use, storage, and 
transportation; the recess encircling the body of 
the bottle with a smooth side surface was designed 
for a snug fit of the label to the body of the 
bottle. Further, the administrative body and the 
court dismissed the argument that the existing 
industrial design served as proof of the 
originality of the form and thus distinctiveness 
of the applied designation indicating that 
trademarks and industrial designs were different 
objects of intellectual property rights that had 
different legal regulation and scope of protection.       

Another case deals with the three-dimensional 
shape Figure 2 applied for confectionery. The 
Russian PTO refused registration of the subject 
designation stating that the form of the ring with 
the faceted stone lacked distinctiveness as it 
represented the realistic image of the goods 
applied for, besides the shape was allegedly 
used by many manufacturers in the applicant’s 
field of business. The applicant appealed against 
the official refusal, but the Chamber of Patent 
Disputes kept the rejection in force indicating in 
its own decision that all-union state standards 
for confectionery (that includes various candies 
and marshmallows) foresaw that those products 
may be of diverse form and, according to publicly 
available sources of information, there was a 
variety of confectionery shapes presented on 
the market, including the shape of a ring.      

As such it is not only the functionality of the 
form that may lead to the rejection of a three-
dimensional designation to be registered as a 
trademark, but also its common nature that is 
typical to products of the same kind and that 
does not impart the designation with the unique-
ness, which would provide for its distinctiveness. 

It should be noted though that in the latter 
example for the three-dimensional shape of 
confectionery, the applicant further appealed 
the decision of the Chamber of Patent Disputes 
with the IP court. As a result, the Court dismissed 
the decision of the administrative body and 
imposed the Russian PTO to register the applied 
designation in relation to the applied goods. It 
was indicated in the judgment that a comparison 
of the applied designation to a variety of 
confectionery shapes presented on the market 
did not prove that the applied designation 
represented a standard form of the product; 
besides the materials of the case did not evidence 
that the shape applied for was functional for the 
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Nowadays, within the sector of general 
merchandise, offer surpasses the needs.
Consumers have become more soph-

isticated. It is getting difficult for manufacturers 
to attract their attention, to astonish them, to 
make them choose one’s product. Apart from 
the excellent quality of the goods, the business 
has to invent the very same trade dress that will 
conquer consumers’ hearts and play into the 
hands of the producer. 

If the created design of a trade dress is unique 
and authentic, it is reasonable to obtain its 
protection as an object of intellectual property 
rights. Russian legislation on intellectual property
suggests several options to protect the design: 
copyright, industrial designs, and trademarks. 

A trademark being a designation used to indi-
vidualize the goods may be an effective tool that
a business can utilize to defend the trade dress. 

In Russia, a vast list of designations may be 
registered as trademarks. While Part VI of the 
Russian Civil Code, which regulates intellectual 
property rights, provides that words, devices, 
three-dimensional and other signs or combinations
thereof can be registered as trademarks, 
Regulations for compilation, submission and 
consideration of documents for state registration 
of trademarks (hereafter – “Regulations”) foresee 
various other types of marks, including non-
conventional ones, such as, for example, holo-
graphic marks, positional marks, marks consisting
exclusively of one or more colors that may enjoy 
trademark protection. Thus, business is not bound 
by a creative approach to individualize their goods
and a trade dress may obtain protection as a 
trademark, for instance, as a three-dimensional 
trademark. 

Generally, a three-dimensional mark represents

the shape of the product or its part, the shape of 
the packaging of the product, and the shape not 
related to the product. In the aspect of the 
shape of the product or its packaging, three-
dimensional marks verge on industrial designs. 
Therefore, in terms of the examination of a three-
dimensional mark, the crucial point is to determine
its inherent distinctiveness with respect to the 
applied goods. To establish whether the shape 
itself is not merely utilitarian, functional, and 
ordinary, Russian law requires the capability of 
distinguishing goods of the applicant from similar
goods of other traders, i.e., if the shape is peculiar
enough for the customers to recognize and select
the product of a particular trader exclusively by 
its form.

Notably, the criteria of functionality and common-
ness of the shape may be evaluated separately. 
The following two examples evidence the difference
between these two touchstones. 

The applicant filed a three-dimensional 
application for a bottle design Figure 1 covering 
such goods as alcoholic and non-alcoholic 
beverages. As a result of trademark examination, 
the Russian PTO deemed it possible to grant 
protection to the applied designation with a 
disclaimer of the form of the bottle from separate
legal protection. The examiner reasoned the 
decision stating that the shape of the bottle was 
functional and lacked distinctiveness. The applicant
disagreed with the said position and appealed 
the decision of registration with the Chamber of 
Patent Disputes of the Russian PTO. The applicant
argued that the applied form of the bottle had 
an original design, most of the elements were of 
a decorative nature, rather than dictated by the 
need to fulfill a particular function, and besides 
the applicant already owned an industrial design 
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obtains protection, it may be challenged by an 
interested person within the whole term of validity
on the basis of a lack of distinctiveness ground, 
which was the case with a three-dimensional 
mark featuring the shape of a golden-colored 
package designed for food products (Figure 5). 

The mark was registered subject to a disclaimer
of the design of the shape. Subsequently, the 
mark was invalidated by a third party based on 
a lack of distinctiveness. The invalidation action 
was based on the fact that the non-protected 
elements of the mark, namely the shape design 
and the golden color of the package occupied 
a dominant position in the mark and therefore 
the mark should be considered non-distinctive 
as a whole. 

The brand owner did not agree with the 
invalidity decision issued by the Chamber of 
Patent Disputes of the Russian PTO and tried to 
appeal the decision with the IP Court. The latter, 
however, upheld the position of the Russian 
PTO and pointed out the fact that the proposed 
shape design mark was not entitled to protection
as the dominating elements of the mark, namely 
the shape design and the golden color, lacked 
distinctive character whereas additional elements
of the mark could not change the overall 
impression created by the mark when viewed as 
a whole. The court also claimed that the brand 
owner failed to submit evidence of acquired 
distinctiveness specific to the mark as applied. 
Thus, the invalidity decision remained in force.  

Judging from the recent cases on three-
dimensional marks, one can notice that there is 
no universal approach to determine the distinc-
tiveness of three-dimensional marks. Each case 
is studied and analyzed separately and in a set 
of various factors. To estimate the chances of 
obtaining protection of a shape as a trademark, 
it is advisable to review the so-called analog 
range of forms having similar purposes in order 
to reveal common features of such shapes. If 
the range is vast, then even slight differences 
from the ordinary features should be considered 
as being sufficient to generate distinctiveness 
of the form. If chosen wisely, a shape may become
a haunting three-dimensional mark that will 
contribute to business development and perfectly
function as a means of individualization.    

Figure 4

Figure 5
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TRADE DRESS AS A TRADEMARK 

applied goods (confectionery). So, the estimation 
of the distinctiveness of a three-dimensional 
form applied to be registered as a trademark 
has a somewhat subjective character, and the 
opinion of the administrative body and the 
judicial one do not always coincide.    

Actually, the approach of the Russian PTO in 
the evaluation of the distinctiveness of three-
dimensional marks is not that obvious. 

For instance, an invalidation action was 
initiated by an interested person against the 
trademark Figure 3. The claimant stated that the 
registration of the mark was made in violation of 
the provisions of the law as the shape of the 
bottle was merely functional and was made of 
simple geometrical figures. The trademark 
holder presented arguments in defense of the 
originality of the form and additionally submitted 
the results of the opinion poll, which evidenced 
that the consumers recognized the shape of the 
bottle to be original, untypical for alcoholic 
beverages, and known as a trademark of the 
holder. The Chamber of Patent Disputes of the 
Russian PTO indicated in its decision that the 
memorable original shape of the bottle directly 
affected its general external outlines. Those 
design features were the central element and 
main attention to the customers and created a 
new memorable image of the product, besides 
the Russian PTO did not find the shape to be 
functional. As a result, the registration of the 
disputed trademark was kept in force.   

At the same time, the Russian PTO decided to 
grant protection to the designation of Figure 4 in 
respect of alcoholic beverages with a disclaimer 
of the shape of the bottle. The examiner opined 
that the form was functional and lacked 
distinctiveness. In the present case, the applicant 
filed the appeal against the office action which 
presented arguments in favor of the untypical 
shape of the bottle that resembled a stone, and 
submitted materials, including the results of the 
opinion poll, as proof of fame and awareness of 
the applied designation for such goods as 
“brandy”. Having considered the materials of the 
case, the Chamber of Patent Disputes came to 
the conclusion that the applied designation 
might be registered as a trademark without a 
disclaimer of the form of the bottle for specific 
goods (i.e., brandy) as it has acquired distinctive-
ness through its intensive use. 

As it goes from the provided examples, the 
question of the distinctiveness of the shape of a 
three-dimensional mark is quite complicated 
and controversial. That being said, unless a 
three-dimensional designation represents an 
extraordinary design that is not typically used 
for such a product or a package, there is a risk 
that such a mark may face a lack of distinctive-
ness objection. What is more, even if the mark 

Figure 3
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a) Invoices of sales from the year 2003 
from various shops in different malls 
in Punjab, Haryana and Rajasthan and 
also a list of 24 outlets across Delhi, 
Gurgaon, Noida, Chandigarh etc., 
where some sales invoices pertain 
to the years 2003 to 2005. 

b) Certificate of Sales figures/revenues 
under the mark “CARLTON” in India 
for the years 1993-2018. 

c) Articles extensively figuring on 
various high-profile magazines and 
newspapers widely published and 
circulated in India such as 
Cosmopolitan, Femina, Fashion 
Bloom, Apparel, Society, Outlook, The 
Tribune, The Pioneer, HT City, 
Business Standard, The Hindu, etc. 
The earliest promotional material for 
bags dates back to March 2004. 

d) Presence on e-commerce platforms 
available in India like Myntra, Flipkart, 

Résumés
Manisha Singh, Partner
Manisha is known to be one of the most reputed 
lawyers in the Intellectual Property domain, with a 
decorated career of over 25 years. She has served 

as a vital advisor to corporations and research 
organizations in handling intellectual property matters 

and developing strong IP portfolios. She is ceaselessly 
engaged in endeavors to strengthen India’s IP protection 

and enforcement system to align it with international standards 
and work closely with industry associations and the government. 

Manisha has served as the leading counsel for a client base in 
over 138 countries in their IP management and litigation matters. 
She is identified by her clients as a seasoned and reliable counsel 
for the prosecution and enforcement of all forms of IP rights, and 
planning and management of global patents, trademarks, and designs 
portfolios. She has also led numerous negotiation deals on behalf of 
her clients for both IP and non-IP litigation and dispute resolution.

Shubhankar Sushil Sharma, Associate 
Shubhankar Sushil Sharma is a graduate in Commerce and Law, 
specializing in the subject of Intellectual Property Rights from Mumbai 
University. He has also completed his post graduate diploma in Media 
laws from NALSAR, Hyderabad. He joined LexOrbis as an Associate 
and has over three years of experience in the fields of trademark, 
copyright, and designs.

Amazon, etc. (e) VAT registrations from 
the year 1993 onwards. 

e) Master data of production under the 
“CARLTON” marks from the year 2003 
onwards.

f) Consumer complaints from the year 
2016 onwards showing actual confusion 
amongst consumers mistaking VIP’s 
products for Carlton’s products.

VIP’s case
VIP’s predecessor-in-title Carlton International 
PLC was incorporated in London on November 
12, 1976, under the name Raxvale Limited. In the 
year 1980, Raxvale Limited adopted the mark 
“DIPLOMAT CARLTON” and the mark “CARLTON” 
with a circular logo                   was adopted in 
1986 in relation to travel bags and luggage, 
strollers, suitcases, school bags, wallets etc. 
and related accessories in the UK.

Raxvale Limited applied for registration of the 
mark                         in the UK on December 23, 
1986, in class 25, and on May 19, 1988, in class 
18. Raxvale Limited changed its name to Carlton 
International PLC on December 4, 1989, and after
expanding its business in over 50 countries across
four continents in 1994, applied for registration 
of the trademark “CARLTON” on July 26, 1995, in 
class 18 for goods namely, briefcases, luggage 
bags, suitcases etc. in India under registration no. 
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The recent case of Carlton Shoes Ltd. & Anr.
v. VIP Industries Ltd. decided on 17 July 
2023 by the Delhi High Court covers several

important concepts of the Trade Marks Laws 
related to the scope of registration, trans-border 
reputation, and passing off. 

The disputes between the parties Carlton Shoes
Ltd. (‘Carlton’) and VIP Industries Ltd. (‘VIP’), were 
triggered by a Cease and Desist notice dated 
October 10, 2019, sent by VIP to Carlton, alleging 
trademark infringement of its trademark “CARLTON”
and calling upon Carlton to stop using the mark 
in relation to class 18 goods. Carlton sent a 
detailed response on November 25, 2019, informing
VIP of its statutory and prior rights in the mark 
“CARLTON” dating back to 1994 in respect of 
class 18 goods.

Carlton thereafter filed a suit against VIP for 
infringement of its trademark and copyright as 
well as passing off/unfair competition. As a 
counterblast to Carlton’s suit, VIP filed a suit 
alleging infringement and passing off.

The Delhi High Court’s judgment disposed of 
the aforesaid two suits filed by each party for 
interim injunction and both suits were heard 
together and were decided by this common 
judgment. 

Calton’s case
Carlton was started back in 1989 by its owner 
Mr. Baljit Virk in London and, due to its rising 
popularity, it opened its office in 1993 in India. 
During 50 years in the footwear industry and 27 
years using of the brand “CARLTON LONDON”, 
Carlton produced and sold more than five 
million pairs of footwear and thousands of bags 
and accessories. Carlton has 19 exclusive retail 

outlets and 35 shop-in-shop stores and has sold 
products in over 300 multi-brand retail stores.

Carlton applied for registration of the word 
mark “CARLTON” under Registration No. 627450 
in India on May 6, 1994, in respect of class 18 for 
goods i.e. ‘leather and imitations of leather and 
classes, animal skins, hides, trunks and travelling 
bags, umbrellas, parasols, harness and saddlery, 
etc.’, with the registration being valid and subsisting.  

The popularity of the Carlton brand is reflected 
by its consolidated sales/revenue figures under 
the trademarks internationally and in India for 
the years ranging from 1992 to 2019, which is 
more than GBP 25 million. In India alone, Carlton’s
products have garnered tremendous sales and 
the sales figures for the year 2017-18 alone are 
INR 6753,87,202/- increasing from INR 162,84,730/-
in the year 1993-94. 

Carlton contended that VIP’s adoption and 
use of trademark “CARLTON” and in relation to 
similar products are tantamount to infringement 
of Carlton’s statutory rights vested in its regi-
stered and well-known trademarks/names/
logos “CARLTON/CARLTON LONDON” and their 
formatives as well as violation of common law 
rights. It is alleged by Carlton that VIP has 
miserably failed in establishing spillover and/or 
transborder reputation of the mark “CARLTON” 
in the name of its predecessor Carlton 
International PLC into the shores of India and it 
is a settled law that trademark law is territorial in 
nature. 

Carlton has produced the following evidence 
to show the use of its mark “CARLTON/
CARLTON LONDON” in India and to prove actual 
confusion caused to the customers due to VIP’s 
products under the mark “CARLTON”:

Importance of territoriality 
principle in claims of 
trans-border reputation

Manisha Singh

Shubhankar Sushil Sharma

TERRITORIALITY PRINCIPLE AND TRANS-BORDER REPUTATION

Manisha Singh and Shubhankar Sushil Sharma of LexOrbis review the 
ruling in the Carlton Shoes Ltd. & Anr. v. VIP Industries Ltd. case to assess 
the current standpoint on goodwill and reputation in relation to the 
territoriality principle. 
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”

The Court made it abundantly clear 
that universal or worldwide goodwill 
and reputation, without any evidence 
of territorial goodwill and reputation, 
is no longer the yardstick.

“

of trans-border reputation also has a parallel 
registration in India for the same trademark in 
the same class. In India, the recent trend on this 
point indicates that the threshold for proving 
trans-border reputation has indeed been set as 
very high.

under the trademark “CARLTON”, noting that the 
territoriality principle has overtaken the universality
doctrine. In the Indian market, prima facie Carlton
has made out a case of prior user and enviable 
exposure of bags under the mark “CARLTON”.

The Court, therefore, concluded that VIP had 
failed to establish spillover of transborder reputation
in India and/or prior users while Carlton is first in 
the Indian market and has shown formidable 
goodwill and reputation under the trademark 
“CARLTON” and its formative marks, consequently,
the injunction was granted against VIP and VIP’s 
suit was dismissed.

Conclusion
This judgement is yet another example reaffirming
the territoriality principle when it comes to proving
the trans-border reputation of a claimant. The 
Court made it abundantly clear that universal or 
worldwide goodwill and reputation, without any 
evidence of territorial goodwill and reputation, 
is no longer the yardstick. Where Plaintiff’s 
business is carried on abroad, it is not enough to 
show that there are people in Defendant’s 
country who happen to be its customers when 
they are abroad. Thus, the Plaintiff must have 
customers within the country of the Defendant. 
The Court disregarded the fact that the claimant 
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The Court 
found that 
the rival 
marks are 
phonetically, 
structurally, 
and visually 
similar and 
both VIP and 
Carlton have 
registrations 
for their 
respective 
trademarks 
in bags and 
allied goods 
under 
class 18.

“
TERRITORIALITY PRINCIPLE AND TRANS-BORDER REPUTATION

Section 28 (3) of the Trade Marks Act, 1999 
according to which two or more persons are 
registered proprietors of trademarks that are 
identical to or nearly resemble each other and 
in such an eventuality, the exclusive right to use 
these trademarks shall not be deemed to have 
been acquired by one of those persons against 
each other, merely on account of registration, 
subject to a caveat that the trademarks are 
registered for similar goods. In this scenario, neither
of the two can sue each other for infringement. 
Hence, this position was settled. 

Concerning the claims of passing off and 
spillover of the trans-border reputation, the Court 
commented that the action for passing off is 
premised on the rights of a prior user generating 
goodwill, the essence and ethos of passing off 
being that nobody has a right to represent their 
goods as those of somebody and encash on the 
prior user’s formidable goodwill and reputation.  
The Court pointed out that in order to succeed 
in the claim for passing off, both VIP and Carlton 
in their respective rights would have to establish 
their existence through their marks in India and 
their goodwill and reputation abroad alone would
not suffice, applying the territoriality principle. 

Assessing the evidentiary documents filed by 
VIP, the Court opined that its documents shed 
no light on whether the purported promotion 
material was extensively and widely published 
and/or circulated in India and whether customers
here had seen and read them such that the 
goodwill and reputation of VIP’s predecessor 
percolated and spilled into India, since universal 
or worldwide goodwill and reputation, without 
any evidence of territorial goodwill and reputation,
is no longer the yardstick. 

In this light, it was found by the Court that 
none of the promotional material or articles 
placed on record by VIP even obliquely reflect 
its predecessor’s existence in the Indian market 
till 2004. Some documents, purported advertise-
ments/price lists, reflect their origin dating back 
to the 1980s and 1990s, but there was no 
supporting material to show their awareness 
amongst customers in India. 

The Court pointed out that in this era, 
knowledge and awareness of brands was mostly
through the travel of people offshores or through
electronic/print media as the online exposure 
was limited, and the Court, in this context, found 
that no documents evidencing sales in India 
by VIP’s predecessor, in the form of invoices, 
bills, delivery documents, photographs of stores 
displaying the products, etc. under the 
trademark “CARLTON”. 

Assessing the evidence of Carlton on the 
same benchmark, the Court found that Carlton 
is ‘first in the Indian market’ in respect of bags 
and allied goods falling under class 18 sold 

674589. VIP acquired the “CARLTON” marks along
with the goodwill from Carlton International PLC 
by and under an Assignment Agreement dated 
March 25, 2004, and obtained registration of 
“CARLTON” mark in class 18 on April 21, 2006, 
with user claim from May 25, 2004.

VIP contended that the earliest trademark 
Application for the mark “CARLTON” in class 
18 was filed by VIP’s predecessor Carlton 
International PLC in India in the year 1995 and 
the same stands registered. Registration of 
“CARLTON” marks gives statutory rights to VIP 
under Section 28 of the 1999 Act. VIP alleged 
that Carlton has adopted identical marks and is 
proposing to use or is using the same for 
identical goods and is guilty of infringement. It 
was alleged that VIP’s predecessor adopted the 
trademark “CARLTON” as a part of its corporate 
name on December 4, 1989, and VIP has been 
using the trademark ever since. By the year 1994,
VIP’s predecessor had popularised the products 
bearing the “CARLTON” marks across the world 
by making sales in various countries and had 
generated a trans-border reputation. By virtue 
of the Agreement dated March 25, 2004, Carlton 
International PLC assigned the goodwill as well 
as rights in the trademark “CARLTON” and its 
variants to VIP and by virtue of the said assign-
ment, VIP is the owner and registered proprietor 
of the “CARLTON” mark and the use would date 
back to the date of adoption by its predecessor. 
Therefore, Carlton’s date of adoption of the 
mark “CARLTON”, which is admittedly 1992/1993/
1994, is subsequent to the date of adoption by 
VIP, through its predecessor and VIP is thus the 
prior user and prior adopter of the trademark 
“CARLTON”. VIP alleged that since the very 
adoption is dishonest and mala fide, no subsequent
use can rescue Carlton from being held guilty of 
infringement. VIP also alleged that Carlton is also
liable for the common law tort of passing off.

To substantiate its case, VIP had also placed 
reliance on certain articles, advertisements, and 
sales invoices of goods under the mark “CARLTON”,
post-acquisition of Carlton International PLC by 
VIP. The earliest sales invoice placed on record 
by VIP is dated August 11, 2006, followed by 
invoices dated October 26, 2006, October 31, 2006,
January 29, 2007, and January 30, 2007, and 
thereafter from November 05, 2012, onwards. 
Significantly, invoices for the years 2006 and 2007
have no reference to “CARLTON”. 

Court’s decision
The Court found that the rival marks are phone-
tically, structurally, and visually similar and both 
VIP and Carlton have registrations for their 
respective trademarks in bags and allied goods 
under class 18. Regarding the claims of infringe-
ment, the Court referred to the provisions of 
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Advertising plays an important role in 
promoting goods and services. It is 
difficult to imagine an advertisement 

that would not use a designation that serves to 
individualize goods, work performed, or services 
provided. In other words, the attention of the 

consumer is increasingly focused on the trademark 
or service mark. In addition, the Information 
Letter of the Presidium of the Supreme Arbitration 
Court of the Russian Federation of December 
25, 1998 No. 37 states that in order to maintain 
interest in the product, it is not necessary to 

The dos and don’ts 
for trademark use in 
advertising in Russia

Anastasia Omelchenko of Zuykov and partners reviews use cases of marks 
in advertising that infringe on registered trademarks to conclude best 
practices when creating campaigns. 
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The goods 
(suitcases, 
bags) with 
the images 
of stylized 
flowers were 
displayed, 
confusingly 
similar to 
the 
figurative 
trademark 
of the 
plaintiff, 
without 
the consent 
of the 
trademark 
owner.

“ defendants for the illegal use of a figurative 
trademark in the form of stylized flowers in a 
commercial for Sokos juice. The goods (suitcases,
bags) with the images of stylized flowers were 
displayed, confusingly similar to the figurative 
trademark of the plaintiff, without the consent of 
the trademark owner. By the decision of the 
court of appeal, left unchanged by the court of 
cassation, monetary compensation in the amount
of 100,000 rubles each was recovered from four 
defendants. At the same time, the court noted 
that the use of suitcases and bags in the commercial
could mislead advertising consumers about the 
advertised product itself and cause an 
associative array with accessories and plaintiff’s 
goods. In addition, the advertising of any product 
(including the indirect use of a trademark in 
advertising) must presuppose the existence of 
legal grounds for the use of the corresponding 
trademark.

At the same time, in accordance with Art. 1487 
of the Civil Code the use of trademarks in 
relation to goods put into circulation on the 
territory of the Russian Federation by the right 
holder himself or with his consent, is not read as 
a violation of the exclusive right to a trademark. 
Thus, in case No. A35-8325/2015, KAMAZ PJC 
applied to the Kursk Region Arbitration Court 
to recover compensation for the illegal use of 
trademarks in the amount of 1,500,000 rubles, 
motivating the claim by the fact that TD Auto 
Resource, without the agreement, illegally used 
trademarks in the promotion of automotive parts,
which violated the exclusive rights of the KAMAZ
company to trademarks. The court, refusing to 
satisfy the claims, indicated that the indication of
the verbal elements “KAMAZ” in the advertising 
catalog and on the Internet is a way of offering 
for sale original products introduced into civil 
circulation with the consent of the trademark 
owner, and therefore may not be considered 
illegal use of these trademarks. 

Thus, when creating advertising material, it is 
necessary to comply not only with the requirements
of advertising legislation, but also with the 
legislation on intellectual property.

lation do not restrict the right holder in the ability
to dispose of his exclusive right by providing 
another person with a simple consent to use 
trademark without state registration of granting 
the right to use it (clause 1 of article 1229, clause 
3 of article 1484 of the Civil Code of the Russian 
Federation). Thus, the use of a trademark in 
advertising can be granted by the copyright 
holder on the basis of a letter of consent.

In cases where a license agreement or a 
commercial concession agreement for granting 
the right to use the trademark in advertising has 
not been concluded with the trademark owner, 
and the copyright holder has not provided a letter
of consent for such use, the use of the trademark 
in this case is not allowed.

So, according to paragraph 1 of Art. 1484 of the 
Civil Code of the Russian Federation, the person in 
whose name the trademark is registered (right 
holder) has the exclusive right to use the 
trademark in any way that does not contradict 
the law (exclusive right to the trademark). No 
one has the right to use, without the permission 
of the right holder, designations similar to their 
trademark in relation to goods for the individual-
ization of which the trademark is registered, or 
homogeneous goods, if as a result of such use, 
there is a possibility of confusion (clause 3 of 
article 1484 of the Civil Code of the Russian 
Federation).

Art. 1515 of the Civil Code of the Russian 
Federation provides for liability for the illegal 
use of a trademark. In particular, paragraphs 2 
and 3 of the above article provide that the right 
holder has the right to demand the withdrawal 
from circulation and destruction at the expense 
of the infringer of counterfeit goods, labels, 
packaging of goods on which an illegally used 
trademark or a confusingly similar designation 
is placed. In addition, a person who infringes the 
exclusive right to a trademark in the performance
of work or the provision of services is obliged to 
remove the trademark or a sign confusingly similar 
to it from the materials that accompany the 
performance of such work or the provision of 
services, including from documentation, adver-
tising, signage.

Among other things, the use of someone 
else’s trademark or a confusingly similar trademark
may result in financial losses: compensation for 
damages on the basis of paragraph 3 of Art. 1252 
of the Civil Code of the Russian Federation or 
the payment of compensation on the basis of 
sub. 1 p. 4 art. 1515 of the Civil Code of the Russian
Federation – in the amount of 10 thousand rubles
to five million rubles, determined at the discretion
of the court.

Thus, in case No. A41-5137/2008, the LOUIS 
VUITTON MALLETIER company filed a claim to 
recover monetary compensation from the 
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The use of 
a trademark 
in 
advertising 
can be 
granted 
by the 
copyright 
holder on 
the basis 
of a letter 
of consent.

TRADEMARK USE IN ADVERTISING 

advertising (counter-advertising) (Part 2, Article 
38 of the Law on Advertising).

In addition, in Part 2 of Art. 3 of the Federal 
Law “On the State Language of the Russian 
Federation” specifies the procedure for using 
texts in a foreign language in advertising. By 
virtue of this norm, the use of foreign words and 
expressions in advertising is allowed if their 
identical translation into Russian is present in 
the advertisement at the same time.

In accordance with sub. 5 p. 2 art. 1484 of the 
Civil Code of the Russian Federation, “The exclusive
right to a trademark may be exercised to individualize
goods, works or services in respect of which the 
trademark is registered, in particular by placing 
the trademark in offers for the sale of goods, 
about the performance of work, the provision of 
services, as well as in announcements, on signs 
and in advertising.” Consequently, a person who 
is the owner of the exclusive right to a trademark 
may use the trademark in advertising to indi-
vidualize exactly those goods in respect of which
the trademark is registered, without any specific 
conditions, observing the requirements established
by advertising legislation. 

Based on par. 3 p. 1 art. 1229 of the Civil Code, 
“Other persons may not use the corresponding 
result of intellectual activity or means of 
individualization without the consent of the right 
holder, except as provided for by the Civil Code of 
the Russian Federation. The use of the result of 
intellectual activity or means of individualization, 
if such use is carried out without the consent of 
the copyright holder, is illegal and entails liability 
established by the Civil Code of the Russian 
Federation, other laws, except in cases where the 
use of the result of intellectual activity or means 
of individualization by persons other than the 
right holder, without his consent permitted by the 
Civil Code of the Russian Federation.”. Therefore, 
as a general rule, a trademark owned by another 
person cannot be used in advertising without 
the permission of the trademark owner.

At the same time, the trademark owner may 
grant the right to use the trademark on the basis 
of the conclusion of a license agreement or a 
commercial concession agreement. It is important 
that, in accordance with Art. 1024 and Art.1489 of 
the Civil Code, one of the essential conditions of 
these agreements is the definition of methods 
of use. If a person intends to use someone else’s 
trademark in advertising, it is necessary to 
determine the method of use as placement of 
a trademark in offers to sell goods, perform work, 
provide services, as well as in advertisements, 
on signs and in advertising.

In addition, the Ruling of the Intellectual 
Property Rights Court dated April 19, 2016 No. 
C01-230/2016 in case No. A50-17408/2015 
states that the provisions of the current legis-

show the product itself, but rather the image of 
the distinctive elements (including the trademark)
that were used in advertising this product. Let 
us consider in more detail in which cases the use
of a trademark (service mark) in advertising is legal,
and in which cases liability may be provided for 
this action.

When considering this issue, it is necessary to 
refer not only to the law on intellectual property 
but also to the law on advertising.

So, the general requirement for advertising is 
established by Art. 5 of the Federal Law of 
March 13, 2006, No. 38-FZ “On Advertising” 
(hereinafter referred to as the “Law on Advertising”),
which describes the criteria for classifying 
advertising as unfair and unreliable. So, for 
example, advertising is recognized as unfair if it 
contains incorrect comparisons of the advertised
product with goods in circulation that are produced
by other manufacturers or sold by other sellers. 
Advertising is unreliable when it contains information
that does not correspond to reality about the 
advantages of the advertised product over 
those produced by other manufacturers or sold 
by other sellers. In order to protect minors from 
abuse of their trust and lack of experience, Art. 
6 of the Advertising Law also establishes certain 
restrictions (for example, advertising does not 
allow discrediting parents and educators, under-
mining the confidence of minors in them). Art. 7 
of the Law on Advertising fixes the objects of 
advertising; advertising of which is not allowed 
- narcotic drugs, explosives and materials (with the
exception of pyrotechnic products), tobacco, etc.

Violation of the legislation of the Russian 
Federation on advertising entails liability in 
accordance with civil law. In addition, persons 
whose rights and interests have been violated 
as a result of the dissemination of improper 
advertising have the right to apply in accordance 
with the established procedure to a court or 
arbitration court, including claims for damages, 
including lost profits, for compensation for harm 
caused to the health of individuals and (or) property
of individuals or legal entities, on compensation 
for moral damage, on public refutation of unreliable

Résumé
Anastasia Omelchenko has worked 
as a Lawyer with Zuykov and partners 
LLC since 2021. Anastasia specializes 
in preparation and filing for registration 
of licensing, sublicensing agreements, 
agreements on the alienation of 
exclusive rights, as well as agreements 
to amend and terminate the above 
agreements.

Anastasia Omelchenko
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Republic and Slovakia, providing services in all areas 
of IP law, including patents, trademarks, utility models,
industrial designs, unfair competition and others. We 
have a qualified team of lawyers for both IP prosecution
and litigation including litigation in court. Our strengths is 
a unique combination of experienced and qualified 
patent attorneys and lawyers.

Address: Čermák a spol, Elišky Peškové 15
 150 00 Praha 5, Czech Republic
Website: www.cermakaspol.com 
Email: intelprop@apk.cz

Contact: Dr. Karel Cermak - Managing Partner
 Dr. Andrea Kus Povazanova - Partner

CZECH REPUBLIC

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services  
Office 21, Sabha Building No. 338   
Road 1705, Block 317 Diplomatic Area,  
Manama, Bahrain

Website: www.utmps.com
Email: Bahrain@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Talal F.Khan & Mr Imad

BAHRAIN

VERA ABOGADOS ASOCIADOS S.A. 
VERA ABOGADOS was founded 50 years ago to attend 
to legal needs of the business sector in the area of IP. 
Today they provide their services to all fields of law. 
The law firm is a reference in the Andean community 
and they are part of international associations such as 
INTA, ASIPI, ABPI and ASPI.
They were ranked in 2022 by Leaders League as 
a highly recommended Colombian law firm and in 
addition, they are a member of PRAGMA, the 
International Network of Law Firms.

Tel: +57 60-1 3176650
 +57 60-1 3127928
Website: www.veraabogados.com
Email: info@veraabogados.com
Contact: Carolina Vera Matiz, Natalia Vera Matiz

CARIBBEAN TRADEMARK SERVICES
Law Office of George C.J. Moore, P.A.
Caribbean Trademark Services, founded by 
George C.J. Moore in 1981, provides a single contact 
source of protecting trademarks and patents in the 
Caribbean. Covering 29 countries, including Belize, 
Bermuda, Costa Rica and Cuba; a bilingual staff provides 
IP services tailored to the diverse jurisdictions. 
Experienced staff members and volume transactions, 
services are efficient making our single contact, long 
established source for the Caribbean most cost effective.

Address: 2855 PGA Boulevard, Palm Beach 
Gardens, Florida 33410, USA

Tel: +1 561 833-9000  
Fax:  +1 561 833-9990
Contact: Michael Slavin
Website: www.CaribbeanTrademarks.com
Email: IP@CaribbeanTrademarks.com 

CARIBBEAN

41 YEARS

Landivar & Landivar
Established by Gaston Landívar Iturricha in 1961, 
Landívar & Landívar is a pioneer firm in the field of 
Intellectual Property in Bolivia. Our international 
reputation was gained through a competent and 
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal 
Services and Integral Counseling, with the objective of 
guiding national and international entrepreneurs and 
business-people towards the success of their activities.

Address: Arce Ave, Isabel La Catolica Square, 
Nº 2519, Bldg. Torres del Poeta, B 
Tower, 9th floor, off. 902. La Paz, 
Bolivia, South America

Tel/Fax: +591-2-2430671 / +591 79503777
Website: www.landivar.com  
Email: ip@landivar.com - info@landivar.com
Contact: Martha Landivar, Marcial Navia

BOLIVIA

O’Conor & Power
O’Conor & Power’s trademark and patent practice group 
has wide experience in handling portfolios for international 
and domestic companies in Argentina and Latin America. 
Our services in the region include searches, filing and 
registration strategies, prosecution, opposition, renewals, 
settlement negotiations, litigation, enforcement and 
anti-counterfeiting procedures, recordal of assignments, 
licences, registration with the National Custom 
Administration, general counselling in IP matters, and 
counselling in IP matters in Argentina and the region.
Address: San Martín 663, 9th Floor,
 (C1004AAM) Buenos Aires, Argentina
Tel/Fax: 005411 4311-2740

005411 5368-7192/3
Website: www.oconorpower.com.ar
E-mail: soc@oconorpower.com.ar
 ocp@oconorpower.com.ar
 oconor@oconorpower.com.ar

ARGENTINA

COLOMBIA

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.
Major areas of expertise of our patent team: Chemistry, 
Pharmaceuticals, Biotechnology, Biochemistry, Life 
Science etc. 
We handle our clients’ cases in Armenia, Russia, 
Kyrgyzstan, at Eurasian Patent Office, and cooperate 
with partners and associates in other Eurasian countries: 
Georgia, Belarus, Kazakhstan, Azerbaijan, Turkmenistan, 
Uzbekistan, Moldova, Tajikistan. 
Our attorneys are members of INTA, FICPI, AIPPI, LESI, 
ECTA, PTMG.

Address: Yerevan, Republic of Armenia
Tel: +374 91 066393
Email: Armenia@vakhnina.com 
Website: http://about.vakhnina.com 
Contact: Dr. Alexey Vakhnin, Partner

ARMENIA

BANGLADESH

Old Bailey Chambers
OLD BAILEY Chambers is a full-service intellectual 
property law firm in Bangladesh. OLD BAILEY also has 
expertise in technology, data protection and competition 
law practice.
The firm is widely acknowledged for its pioneering 
endeavours in the areas of intellectual property, 
technology, and competition law practice.
OLD BAILEY’s international clientele includes number 
of Fortune 300 and 500 companies, and renowned 
brands. OLD BAILEY also represents number of local 
companies and brands that are market leaders in their 
respective fields, and number of net-worth individuals, 
socialites and several leading celebrities representing 
the local music, film and TV industries.
Website:  https:/www.oldbaileybd.com/
Email:  mishbah@oldbaileybd.com
Tel:  +8801727444888

Traplová Hakr Kubát
Law and Patent Offices
TRAPLOVÁ HAKR KUBÁT is a well based IP boutique 
with a long-term tradition in representing both the 
Czech and foreign clients in the patent, utility models, 
industrial designs, trademarks, copyright, unfair 
competition and anti-counterfeiting issues.

Address: P. O. Box 38, 170 04 Prague 74
 Přístavní 24, 170 00 Prague 7
Tel: + 420 266 772 100
Fax: + 420 266 710 174
Website: www.thk.cz 
Email: thk@thk.cz
Contact: Jana Traplová, Attorney at Law
 Tomáš Pavlica, 

European Patent Attorney

CZECH REPUBLIC
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MEXICO

Goodrich Riquelme Asociados
Our staff of attorneys, engineers and computer 
specialists help adapt foreign patent specifications and 
claims to Mexican law, secure patent inventions and 
trademark registrations and maintain them by handling 
the necessary renewals. Our computer system, which 
is linked to the Mexican Patent and Trademark 
Department, permits us to provide our clients with 
a timely notice of their intellectual property matters. We 
also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2, Col. Y 
Del. Cuauhtemoc, 06500 Mexico, D.F.

Tel: (5255) 5533 0040
Fax: (5255) 5207 3150
Website: www.goodrichriquelme.com
Email: mailcentral@goodrichriquelme.com
Contact: Enrique Diaz 
Email: ediaz@goodrichriquelme.com

TOVAR & CRUZ IP-LAWYERS, S.C.
We are a specialized legal firm providing intellectual 
property and business law services. Founded in 2009. 
The purpose is that our clients not only feel safe, 
besides satisfied since their business needs have 
been resolved, so, our professional success is also 
based on providing prompt response and high quality, 
personalized service. “Whatever you need in Mexico, 
we can legally find the most affordable way”

Tel: 525528621761 &  525534516553
Website: www.tciplaw.mx 
Email: ecruz@tciplaw.mx
 mtovar@tciplaw.mx
 contactus@tciplaw.mx 
Contact: Elsa Cruz, Martin Tovar

MEXICO CITY

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
58, rue Ibn Battouta 1er étage, 
no 4. Casa Blanca, Morocco

Website: www.utmps.com
Email: morocco@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan

MOROCCO

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
6th Floor, Burj Al Ghazal Building, Tabaris, 
P. O. Box 11-7078, Beirut, Lebanon

Website: www.utmps.com
Email: lebanon@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Hanadi  

LEBANON

Yusuf S Nazroo
IP Agent/Consultant
Member of CITMA-INTA-APAA-AIPPI

Address: 12 Frère Félix De Valois Street, 
Port Louis, Mauritius

Tel: + 230 57 14 09 00  
Fax: + 230 212 27 93
Website: http://yn-trademark.com

MAURITIUS

Greetings from 
Mauritius the 

Rainbow Island

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.
Address: United Trademark & Patent Services   

Suite 7, 2nd Floor, Chicago Building, 
Al Abdali, P.O. Box 925852, Amman,   
Jordan

Website: www.utmps.com
Email: jordan@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Mrs Fatima Al-Heyari

JORDAN

MOROCCO

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of 
highly-qualified patent and trademark attorneys and 
lawyers. 
We handle our clients’ cases in Kyrgyzstan, Russia, 
Armenia, at Eurasian Patent Office, and cooperate 
with partners and associates in other Eurasian 
countries: Georgia, Belarus, Kazakhstan, Azerbaijan, 
Turkmenistan, Uzbekistan, Moldova, Tajikistan. 
Our attorneys are members of INTA, FICPI, AIPPI, 
LESI, ECTA, PTMG.

Address: Bishkek, Kyrgyz Republic
Tel: +996-551-655-694 
Email: ip@vakhnina.com  
Website: https://www.vakhnina.com  
Contact: Dr. Alexey VAKHNIN and 

Mr. Vlad PEROV

KYRGYZSTAN

MALAYSIA

Adastra IP 
Adastra IP is a full service IP firm with offices across 
the South East Asia, India and Australia with a full 
team of legal and technical specialists to handle 
drafting, responses and filings for Trademarks, 
Patents and Designs with emphasis on value and 
service for our clients. In addition, we have IP analytics 
and IP valuation capabilities aside from prosecution 
work to support our clients’ IP needs.

Tel: +60322842281
Website: www.adastraip.com 
Email:   info@adastraip.com 
Contact:  Mohan K.
 Managing Director 

Directory of Services

LUXEMBOURG

Patents and Trademarks

Patent42
Patent 42 is a leading law firm offering a full range of 
services in the field of Intellectual Property rights.
Our team of high-qualified patent and trademark 
attorneys are entitled to represent client’s interests in 
Europe, Luxembourg, France and Belgium.
Patent 42 provides concrete and careful solutions in the 
area of patents, trademarks and designs. We support 
clients in all stages of elaboration and implementation of 
an intellectual property strategy adapted to your needs 
at both national and international level.
Whatever your question is, we will find an 
answer for you.

Address: BP 297, L-4003 Esch-sur-Alzette, 
Luxembourg

Tel: (+352) 28 79 33 36
Website: www.patent42.com
Email: info@patent42.com

TML Directory of Services Issue 4 2023.indd   83TML Directory of Services Issue 4 2023.indd   83 24/08/2023   15:1824/08/2023   15:18

82 THE TRADEMARK LAWYER CTC Legal Media

To enter your firm in the Directory of Services section please email katie@ctclegalmedia.com

INDIA

GUATEMALA

Merida & Asociados
The firm provides services throughout the range of 
different legal matters, specializing in the banking industry 
both nationally and internationally, business law, banking 
law, trademarks and patents, litigation, notary law, litigation 
and arbitration. We are a very well-known law firm for 
Intellectual Property in Guatemala. Our office serves 
clients from abroad, including clients from Europe and 
the United States, as well as Japan and other countries. 

Address: 20 calle 12-51 “A” zona 10,
Guatemala City, 01010, Guatemala

 Armando Mérida, Section 019170,
P.O. Box 02-5339, Miami, Florida,
33102-5339, USA

Tel: (502) 2366 7427
Website: http://www.meridayasociados.com.gt/en
Email: corporativo@meridayasociados.com.gt 
Contact: Armando Merida

L.S. DAVAR & CO.
We are India’s oldest Intellectual Property and 
Litigation Firm. Since 1932, we have been as a 
trusted IP partner of Global Large and Mid-size 
companies and foreign IP law firms. We have been 
widely acknowledged by Govt. of India. In the last    
90 years, we have retained number one position in 
India in not only filing the Patents, Designs, 
Trademarks, Copyright, and Geographical Indications 
but also in getting the grants.

Tel: 033- 2357 1015 | 1020
Fax: 033 – 2357 1018 
Website: www.lsdavar.com  
Email: mailinfo@lsdavar.in 
Contact: Dr Joshita Davar Khemani
               Mrs. Dahlia Chaudhuri

INDIA

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.
Address: United Trademark & Patent Services  

Djibouti Branch Djibouti, 
Rue Pierre Pascal, Q. commercial Imm, 
Ali Warki, Djibouti

Website: www.utmps.com
Email: Djibouti@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Imad & Faima Al Heyari 

DJIBOUTI

WDA International Law Firm 
Intellectual Property
For over 25 years we have provided excellence in 
Intellectual Property protection to worldwide renowned 
companies including the most iconic pharmaceutical, 
beauty and clothing, beverages and motion pictures 
companies.
Our main practice is devoted to Intellectual Property 
which specializes in docketing maintenance of 
trademarks and patents and litigation attorneys of 
high profile IPR infringements, border protection and 
counterfeiting cases in Dominican Republic.

Tel: 809-540-8001
Website: www.wdalaw.com
Email:   trademarks@wdalaw.com
Contacts: LIC. Wendy Diaz
 LIC. Frank Lazala
Whatsapp: 829-743-8001

DOMINICAN REPUBLIC

Chandrakant M Joshi 
Our law firm has been exclusively practicing Intellectual 
Property Rights matters since 1968. Today, Mr. Hiral 
Chandrakant Joshi heads the law firm as the senior most 
Attorney. It represents clientele spread over 35 countries. 
The law firm conducts search, undertakes registration, 
post-registration IP management strategies, IP valuation, 
infringement matters, domain name disputes and cyber 
law disputes of patents (including PCT applications), 
trademarks, industrial designs and copyrights. 
Address: Solitaire - II, 7th Floor, Link Road,

Malad (West), Mumbai - 400 064, India
Tel: +91 22 28886856 / 57 / 58 / 64
Fax: +91 22 28886859 / 65  
Website: www.cmjoshi.com
Email: mail@cmjoshi.com / cmjoshi@cmjoshi.com /
 patents@cmjoshi.com / 
 designs@cmjoshi.com /
 trademarks@cmjoshi.com

INDIA

DOMINICAN REPUBLIC

Guzmán Ariza, Attorneys at Law
Guzman Ariza is the largest law and consulting firm in 
the Dominican Republic. Founded in 1927, we have 
extensive experience in protecting local and 
international clients’ intellectual property rights, 
including trademarks, trade names, copyrights, and 
patents. We are your one-stop shop for all of your IP 
needs in the Dominican Republic.
Our services include: • Trademarks and trade names
• Patents • Industrial design • Sanitary • Copyrights
• IP management and IP audit • Litigation
Tel: +1 809 255 0980
Fax: +1 809 255 0940
Website: www.drlawyer.com
Email: info@drlawyer.com
Contact: Fabio Guzmán Saladín, Partner
 fabio@drlawyer.com 
 Leandro Corral, Senior Counsel
 lcorral@drlawyer.com 

Ideas Trademarks Guatemala, S.A. 
IDeas is a firm specialized in the defense of intellectual 
property rights, offering advice on all kinds of issues 
related to them and in the management of portfolios 
of distinctive signs and patents, at competitive prices, 
in the Central American and Caribbean region. 
IDeas is focused on meeting the needs and solving the 
problems of its clients, setting clear expectations and 
obtaining creative solutions with minimal exposure and 
cost-effective. Proactivity has determined  our constant 
growth and modernization, maintaining a high standard 
of quality and satisfaction in  our professional services.
Tel: +502 2460 3030
Website: https://www.ideasips.com/?lang=en  
Email: guatemala@ideasips.com
Contact: Gonzalo Menéndez, partner, 
 gmenendez@ideasips.com
 Gustavo Noyola, partner,

noyola@ideasips.com 

GUATEMALA

DJIBOUTI

Directory of Services
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United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Shauri Mayo Area, Pugu Road, 
Dar-Es-Salaam, Tanzania

Website: www.utmps.com
Email: tanzania@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Mr Imad & Fatima Al Heyari  

TANZANIA
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TAIWAN, ROC

Lewis & Davis
LEWIS & DAVIS offers all services in the IPRs field, 
including prosecutions, management and litigation 
of Trademarks, Patent, Designs and Copyright, and 
payment of Annuity and Renewal fee.  Our firm assists 
both domestic and international clients in Taiwan, 
China, Hong Kong, Macau and Japan.  
Our experienced attorneys, lawyers, and specialists 
provide professional services of highest quality while 
maintaining costs at efficient level with rational 
charge. 

Tel: +886-2-2517-5955
Fax: +886-2-2517-8517
Website: www.lewisdavis.com.tw
Email: wtoip@lewisdavis.com.tw
 lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO
 David M. C. HO

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: U.T.P.S Lanka (Pvt) Ltd    
105, Hunupitiya Lake Road, 
Colombo – 2, Sri Lanka

Website: www.utmps.com
Email: srilanka@unitedtm.com &   

 unitedtrademark@unitedtm.com
Contact: Krishni & M.F. Khan

SRI LANKA

Deep & Far Attorneys-at-law
Deep & Far attorneys-at-law deal with all phases of 
laws with a focus on IPRs, and represent some 
international giants, e.g. InterDigital, MPS, Schott 
Glas, Toyo Ink, Motorola, Cypress. The patent 
attorneys and patent engineers in Deep & Far normally 
are generally graduated from the top five universities 
in this country. More information regarding this firm 
could be found from the website above-identified.

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
 Taipei 104, Taiwan
Tel/Fax: 886-2-25856688/886-2-25989900
Website: www.deepnfar.com.tw 
Email: email@deepnfar.com.tw
Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN, ROC

Bowmans Tanzania Limited
Bowmans Tanzania Limited offers full IPR services in 
Tanzania and the and the rest of countries in the 
East Africa and ARIPO region member states.  We have 
an experienced team of lawyers headed by Audax 
Kameja, a Senior Partner of 35+ years of experience, 
and Francis Kamuzora, with an experience of 15+ 
years.  We have been a firm of choice, and have a 
track record in advising and representing some of the 
biggest and prestigious brand owners in IPR litigation 
and in other non-contentious transactions.

Website: www.bowmanslaw.com
Email: francis.kamuzora@bowmanslaw.com
Contacts: Francis Kamuzora 
 Audax Kameja

TANZANIA

TÜRKİYE

Destek Patent
Destek Patent was established in 1983 and has been a 
pioneer in the field of Intellectual Property Rights, providing 
consultancy services in trademark, patent and design 
registrations for almost 40 years.
Destek Patent provides its clients with excellence 
in IP consultancy through its 16 offices located in Türkiy e, 
Switzerland, Kazakhstan, UAE and the UK.
Besides its own offices, Destek Patent also provides IP 
services in 200 jurisdictions via its partners and associates.

Address: Spine Tower Saat Sokak No: 5 Kat:13   
Maslak-Sarıyer / İstanbul - 34485 
Türkiye

Tel: +90 212 329 00 00
Website: www.destekpatent.com
Email: global@destekpatent.com
Contact: Simay Akbaş

simay.akbas@destekpatent.com

Marks n Brands 
Intellectual Property
MnB IP is a specialized IP firm providing high quality 
services including the registration and maintenance of 
trademarks, industrial designs, patents and copyrights 
in the United Arab Emirates, Saudi Arabia, Oman, 
Bahrain, Kuwait and across the MENA (Middle East & 
North Africa) region for both the individual and 
corporate clients. We are committed to provide high 
quality professional services through personal 
attention to the clients’ needs.

Tel: +971 56 936 7973
Website: www.marksnbrandsip.com
Email: info@marksnbrandsip.com
Contact: Mahin Muhammed

UNITED ARAB EMIRATESUNITED ARAB EMIRATES

Fenix Legal
Fenix Legal, a cost-efficient, fast and professional 
Patent and Law firm, specialized in intellectual 
property in Europe, Sweden and Scandinavia. Our 
consultants are well known, experienced lawyers, 
European patent, trademark and design attorneys, 
business consultants, authorized mediators and 
branding experts. We offer all services in the IP field 
including trademarks, patents, designs, dispute 
resolution, mediation, copyright, domain names, 
IP Due Diligence and business agreements.

Tel: +46 8 463 50 16
Fax: +46 8 463 10 10
Website: www.fenixlegal.eu
Email:  info@fenixlegal.eu
Contacts: Ms Maria Zamkova
 Mr Petter Rindforth

SWEDEN

TAIWAN

TOP TEAM INTERNATIONAL 
PATENT AND TRADEMARK OFFICE
TOPTEAM’s trademark practice supports all areas of 
brand protection for a trademark’s full lifespan. We 
counsel clients on trademark selection, adoption and 
filing strategies – and the correct enforcement options 
– from the earliest stages.
Our experience handling complex foreign and 
domestic trademark issues allows us to preemptively 
address potential risks and avoid unwanted problems 
during prosecution or post-registration proceedings.
Tel:  +886.2.2655.1616
Fax:  +886.2.2655.2929
Website:  https://www.top-team.com.tw
Email:   trademark@top-team.com.tw 
Contact: Lydia Wong, Principal Attorney at Law
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Julius & Creasy
Julius and Creasy is one of the oldest civil law firms in 
Sri Lanka. Founded in 1879, the firm has established 
itself on rich tradition and the highest professional 
principles. Julius and Creasy’s wealth of expertise and 
experience in a wide range of  specialised fields of 
Law enables it to offer innovative legal and business 
solutions to a diverse, sophisticated and high-profile 
clientele. The Intellectual Property practice of the firm 
includes enforcement, management and transactional 
matters. The firm has acted for several Fortune 500 
companies and is Sri Lanka correspondent of several 
firms in Europe, USA and Asia.

Address: No. 371, R A De Mel Mawatha, 
Colombo 3,  Sri Lanka

Tel: 94 11-2336277
Website: www.juliusandcreasy.com
Email: anomi@juliusandcreasy.lk
Contact: Mrs Anomi Wanigasekera

SRI LANKA

United Trademark & 
Patent Services
International Intellectual Property Attorneys 
specialising in Trademarks, Patents, Designs, 
Copyrights, Domain Name Registration, Litigation & 
Enforcement services.

Address: 85 The Mall Road, Lahore 54000, 
Pakistan

Tel: +92 42 36285588, +92 42 36285590,
+92 42 36285581, +92 42 36285584

Fax: +92 42 36285585, +92 42 36285586,
+92 42 36285587

Website: www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan, Hasan Irfan Khan

PAKISTAN

POLAND

Sigeon IP, Grzelak & Partners 
Sigeon IP, Grzelak & Partners are professionals 
specializing in the protection of intellectual property 
rights, as well as in broadly defined patent, trademark, 
design, legal, IP- related business, management and 
strategic consulting. Thanks to the close cooperation 
within one team of the Polish and European Patent & 
Trademark Attorneys, Attorneys-at-Law and business 
advisors, we offer the highest quality “one-stop-shop” 
service in Poland and Europe. 

Tel: +48 22 40 50 401/301
Fax: +48 22 40 50 221
Website: www.sigeon.pl/en
Email:  ip@sigeon.pl
Contacts: anna.grzelak@sigeon.pl (patents,   

management & international cooperation)
tomasz.gawrylczyk@sigeon.pl 
(trademarks, designs & legal)

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: Ahmed Al-Misnad Building, Building No. 241,  
2nd Floor, Office 9, Street No. 361,   
Zone No. 37, Mohammad Bin Thani Street,  
Bin Omran P.O.Box : 23896 Doha

Website: www.utmps.com
Email: qatar@unitedTM.com &    

unitedtrademark@unitedtm.com
Contact: Ahmed Tawfik & M.Y.I. Khan

QATAR

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.
Address: 30th Street, Olaya Opposite to Madarris 

Al Mustaqbil, P.O. Box 15185, 
Riyadh 11444, Kingdom of Saudi Arabia

Website: www.utmps.com
Email: saudia@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Dr.Hasan Al Mulla & 

Justice R Farrukh Irfan Khan

SAUDI ARABIA

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.
Address: Suite No. 702, 7th Floor, Commercial   

Centre, Ruwi Muscat, Sultanate of Oman, 
P. O. Box 3441, Postal Code 112 Ruwi,  
Sultanate of Oman

Website: www.utmps.com
Email: oman@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: S.Maqbool & T.F. Khan

OMAN

Boldiz Law Firm s.r.o.
Boldiz Law Firm is a boutique law firm which provides 
high quality services and solutions that support client´s 
needs in national (Slovak) and European trademark & 
design law in a cost-efficient way.
We are a full-service brand protection law firm, qualified 
to assist with all types of legal services 
related to trademarks and designs, such as 
registrations, oppositions, litigation, IP enforcement 
services and many others.

Tel: +421 915 976 275
Website: www.boldiz.com/en
Email: info@boldiz.com
Contact: Dr. Ján Boldizsár

SLOVAKIA

Vakhnina and Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.
Major areas of expertise of our patent team: Chemistry, 
Pharmaceuticals, Biotechnology, Biochemistry, etc.
We handle our clients’ cases in Russia, Armenia, 
Kyrgyzstan, at Eurasian Patent Office, and cooperate 
with partners and associates in other Eurasian countries: 
Georgia, Belarus, Kazakhstan, Azerbaijan, Turkmenistan, 
Uzbekistan, Moldova, Tajikistan. 
Our attorneys are members of INTA, FICPI, AIPPI, LESI, 
ECTA, PTMG.
Address: Moscow, Russia
Tel: +7-495-946-7075 
Website: https://www.vakhnina.com  
Email: ip@vakhnina.com  
Contact: Dr. Tatiana VAKHNINA
 Dr. Alexey VAKHNIN

RUSSIA

POLAND

LION & LION Kancelaria 
Patentowa Dariusz Mielcarski
We offer:
- a full range of services related to patents, 

utility models, designs and trademarks in Poland 
as well as Community Designs and 
European Trademarks in the EU

- cooperation with patent agencies in all PCT countries
- preparation of patent applications from scratch 

for filing in the USA
- validations of EU patents in Poland,
- annuity payments

Tel: +48 663 802 804
Website:   www.LIONandLION.eu
Email:  patent@lionandlion.eu
Contact:  Dariusz Mielcarski, 

Patent and Trademark Attorney
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Pakharenko & Partners
Pakharenko & Partners provides full IP service coverage 
in Ukraine, CIS countries and Baltic states and has 
offices in Kyiv and London. We pride ourselves on an 
exclusive expertise and experience in the fields of IP law, 
anti-counterfeiting and anti-piracy, pharmaceutical law, 
competition law, advertising and media law, corporate 
law, litigation and dispute resolution.

Address: P.O.Box 78, 03150 Kyiv, Ukraine
Visiting: Business Centre ‘Olimpiysky’,
 72 Chervonoarmiyska Str., 

Kyiv 03150, Ukraine
Tel: +380(44) 593 96 93
Fax: +380(44) 451 40 48
Website: www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact: Antonina Pakharenko-Anderson
 Alexander Pakharenko

UKRAINE

ElMar-IP Agency
ElMar-IP Agency was founded in 2010 and specializes 
in the intellectual property rights protection in Ukraine. 
Providing of services by specialists with more than 
15 years’ experience, professional competence and 
education, competitive prices with client budget 
orientation allow us to provide our clients with the range 
of IP services including representation before the 
Trademark and Patent Office, the Board of Appeal and 
in court procedures.

Tel: +38 093 587 91 25
Website: https://elmar-ip.com/ 
Email: elmarip33@gmail.com 
 clients@elmar-ip.com 
Contact: Mrs. Elvira Volkova
 Mrs. Julia Postelnik

UKRAINE

A subscription to The Trademark Lawyer magazine will 
ensure that you and your colleagues have detailed information 
on all the most important developments within the international 

trademark law industry.
The Trademark Lawyer magazine is dedicated only to the 
trademark industry and is written by trademark experts for 

trademark professionals worldwide.
A subscription includes a hard copy and an electronic copy 
which can also be read easily on your smartphone or tablet.

Subscribe now!

Tel: +44(0)20 7112 8862  Fax to: +44(0)20 7084 
0365  E-mail: subscriptions@ctclegalmedia.com

Sipi Law Associates
The firm provides world class IP services in Uganda 
and the ARIPO region, specialising in Trademark, 
patent and copyright protection. 
Hundreds of clients have recognised our quality of 
service quick turnaround time and competitive fees. 
The firm provides transactional advice for IP filings as 
well as counsel on how to commercialise and enforce 
rights in Uganda in mergers, acquisitions, franchises 
or distributorship arrangements. 
SIPI Law Associates is a proud member of INTA and 
GALA.

Tel/Fax: 256-393272921 OR 256-752403763
Website: https://sipilawuganda.com/
Email: info@sipilawuganda.com 
Contact: Paul Asiimwe and Dinnah Kyasimire

UGANDA

Tri Viet & Associates
Tri Viet & Associates is a registered and fully licensed IP 
& LAW FIRM based in Hanoi, Vietnam. The firm provides 
a full range of IP services, strongly focuses on PATENT 
and PCT services, in a wide range of industries and 
modern technologies, in Vietnam, Laos, Cambodia, 
Myanmar, and other jurisdictions upon client’s inquiries.
Tri Viet & Associates is a member of AIPPI, INTA, 
APAA, VBF, HBA, VIPA.
Tel: +84-24-37913084
Fax: +84-24-37913085
Website: www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn
Contact: Nguyen Duc Long (Mr.), 

Managing Partner,
 Reg. Patent & Trademark Attorney
Linkedin: https://www.linkedin.com/in/

longnguyen-tva

VIETNAM

United Trademark & 
Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.
Address: United Trademark & Patent Services   

Suite 401-402, Al Hawai Tower, 
Sheikh Zayed Road, P.O. Box 72430,   
Dubai, United Arab Emirates

Website: www.utmps.com
Email: uae@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: M.F.I. Khan, SM. Ali & Maria Khan  

U.A.E.

Pham & Associates
Established in 1991, staffed by 110 professionals 
including 14 lawyers and 34 IP attorneys, Pham & 
Associates is a leading IP law firm in Vietnam. The firm 
has been being the biggest filers of patents, 
trademarks, industrial designs and GIs each year 
and renowned for appeals, oppositions, court actions, 
out-of-court agreements and handling IP infringements. 
The firm also advises clients in all aspects of 
copyright and other matters related to IP.

Tel: +84 24 3824 4852
Fax: +84 24 3824 4853
Website: www.pham.com.vn
Email: hanoi@pham.com.vn
Contact: Pham Vu Khanh Toan, Managing 

Partner,
 General Director
 Tran Dzung Tien, Senior IP Consultant

VIETNAM

ELITE LAW FIRM
ELITE LAW FIRM is very pleased to assist our esteemed 
clients in Registration of their Intellectual property rights 
Safely, Effectively and Handle IP Rights disputes Quickly 
So that Clients can Do Business Strongly and 
Successfully Develop.
Tel: (+84) 243 7373051
Hotline: (+84) 988 746527
Website: https://lawfirmelite.com/
Email: info@lawfirmelite.com
Contact: Nguyen Tran Tuyen (Mr.)
 Patent & Trademark 

Attorney
 tuyen@lawfirmelite.com

 Hoang Thanh Hong (Ms.) 
 Manager of IP Division
 honght@lawfirmelite.com

VIETNAM

Directory of Services

TML Directory of Services Issue 4 2023.indd   86TML Directory of Services Issue 4 2023.indd   86 24/08/2023   15:1924/08/2023   15:19

mailto:subscriptions%40ctclegalmedia.com?subject=
mailto:ip%40vakhnina.com?subject=
mailto:ip%40vakhnina.com?subject=
mailto:am%40vakhnina.com?subject=
mailto:kg%40vakhnina.com?subject=
http://www.vakhnina.com
http://www.vakhnina.com
http://www.vakhnina.com
http://www.utmps.com
http://www.sipilawuganda.com
http://www.elmar-ip.com/
http://www.pakharenko.com
http://www.pham.com.vn
http://lawfirmelite.com/ 
http://www.trivietlaw.com.vn


MEXICO

Industrial and
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Litigation

Licensing 
Enforcement

Entertainment 
and Sport Law

Copyrights

Enrique A. Diaz  ediaz@goodrichriquelme.com  (5255) 5525 1422

Jaime Delgado  jdelgado@goodrichriquelme.com  (5255) 5207 5324

Juan Carlos Suarez  jcsuarez@goodrichriquelme.com  (5255) 5207 9261

Guillermo Sosa              gsosa@goodrichriquelme.com             (5255) 5207 7561

Paseo de la Reforma 265, M2
Col. y Del. Cuauhtemoc, 06500 Mexico, D.F.
Tel. (5255) 5533 0040, Fax. (5255) 5207 3150

e-mail: mailcentral@goodrichriquelme.com
website: www.goodrichriquelme.com
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